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美国律师协会反垄断法部、知识产权法部和国际法部关于 

《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题的解释

（二）》 

（公开征求意见稿） 

的意见与建议 

2014年 8 月 29日

声明：本意见书仅代表美国律师协会反垄断法部、知识产权法部和国际法部的观点，没有

经过美国律师协会会员代表大会或理事会的批准，因此不应被视为代表美国律师协会的立

场。 

美国律师协会反垄断法部，知识产权法部和国际法部（“我们”）感谢此次就《最

高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题的解释（二）》（公开征求意

见稿）（“《征求意见稿》”）提交意见的机会1。我们赞赏最高人民法院（“最高院”）

为提高司法透明度、指导司法实践而做出的努力，也感谢此次提交意见的机会。第一条、

第十条和第二十四条的相关意见代表且仅代表知识产权法部和国际法部的观点，不代表反

垄断法部和美国律师协会的观点。反垄断法部仅联合其他两部门就第二十七条和第三十条

提出意见与建议。我们提交的意见反映了本部门成员在美国和其他法域知识产权法和竞争

法方面的专业知识和实践经验。

第一条

第一条规定，权利要求书有两项以上权利要求的，权利人应当在起诉状中载明据以

起诉被诉侵权人侵犯其专利权的权利要求。起诉状对此未记载或者记载不明的，人民法院

应当要求权利人明确；经释明，权利人不予明确的，人民法院可以推定权利人选择全部的

独立权利要求。要求权利人明确被侵犯的权利要求的做法在美国尚存在争议。知识产权法

部和国际法部建议，如果不这样要求的话，可能会鼓励滥诉，从而浪费有限的司法资源，

而如果强制增加此项要求，则会阻碍正常的诉讼，尤其是侵权相关的细节通常由被诉侵权

人掌握。2美国的证据开示规则尚较为开明，在证据开示规则远比美国封闭的法律体系中，

上述要求引发的担忧可能会进一步加剧。3另一方面，只要有理由相信发生侵权，专利权

人就可以声称所有权利要求被侵犯，本条规定也就没有实际作用了。如果坚持施行此项规

1我们的意见与建议以《征求意见稿》的非官方翻译版为基础。《征求意见稿》非官方翻译版参见附件一。

2014 年 8月 15日，我们提交了关于最高人民法院关于修改《最高人民法院关于审理专利纠纷案件适用法

律问题的若干规定》的决定（公开征求意见稿）的意见书，参见附件二。
2关于专利案件中释明权利要求争议的讨论，参见 M .Andrew Holtm an等,AvoidingDism issalinP atent
Infringem entCases:AnU pdateontheT w om bly/IqbalP leadingS tandard,N o.5 26 Intell.P rop.& T ech.L .J.10

(2014)及 JonathanL .M oore,P articularizingP atentP leading:P leadingP atentInfringem entinA P ost-T w om bly

W orld,18T ex.Intell.P rop.L .J.451,453 454,469-506 (2010)。
3即便在美国，相关争议在于难以知晓哪些权利要求被侵犯了。如果一个产品涵盖了几项权利要求，专利权

人可以购买该产品，在提起诉讼前对其进行检验。但是，仅仅是简单地观察一个产品，基本无法确定制造

该产品所使用的权利要求是否被侵犯。证据开示允许更进一步的事实调查。见 M .Andrew Holtm an,etal.,26

Intell.P rop.& T ech.L .J.第 14 页。
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定，那么为实现有序的司法管理，应当规定权利人没有正当理由拒绝明确被侵犯的权利要

求的法律后果。因此，如果保留此项要求，知识产权法部和国际法部建议，除非权利人证

明因不可控的因素导致其在诉讼的特定阶段无法明确被侵犯的权利要求，否则应当驳回诉

讼。但权利人能够明确被侵犯的权利要求的，可以再次起诉。4如若不然，权利人就可以

在没有正当理由下无视此项要求以及法院的要求，继续诉讼。这样的话，建议不设置此项

规定。

第十条

第十条提供了有关功能性特征的规定。第十条第二款规定了以专利申请日为时间节

点判断相应技术特征是否相同的标准，规定与专利的技术特征相比被诉侵权技术方案的相

应技术特征是以基本相同的手段，实现相同的功能，达到相同的效果，人民法院应当认定

该相应技术特征与功能特征相同。该条款似乎为确定功能性特征直接侵权设置了一个标准，

即以专利申请日为时间节点进行判断，以与专利复审委员会保持一致。第十条第三款规定

当与专利的技术特征相比被诉侵权技术方案的相应技术特征是以基本相同的手段，实现基

本相同的功能，达到基本相同的效果时，法院应当以专利申请日后、被诉侵权行为发生日

以前为时间节点认定等同。该款似乎为功能性权利要求设立等同原则。是否需要以及如何

为功能性权利要求划定标准存在着很大的争议。5如果为功能性权利要求设立一个标准，

那么怎样的标准才是合适的也是一个具有争议的问题。第十条的两款规定提供了一种异于

美国和其他发达专利司法体系的方法，这些司法体系在处理功能性权利要求问题时，会审

查专利本身，根据发明主题、新颖性、非显而易见性/创新性以及实用性的通用标准对其

进行考量。6第十条第三款设立的标准可通过判定以基本相同的手段，实现基本相同的功

能，达到基本相同的效果的技术特征侵权来促进侵权诉讼的审理。此外，第二款和第三款

中“本领域普通技术人员无需经过创造性劳动就能够联想到”的判断标准涉及非显而易见

性进而涉及有效性问题，这两个问题本不应在此涉及。

第二十四条

第二十四条规定，对于将依照专利方法直接获得的产品进一步加工、处理而获得的

后续产品，进行再加工、处理的，人民法院应当认定该行为不属于专利法第十一条所称的

使用依照该专利方法直接获得的产品。7 该条规定似乎是为了与 2010 年实施的《最高人民

法院关于审理侵犯专利权纠纷案件应用法律若干问题的解释》第十三条第二款规定的行为

4为了体现美国法院在专利纠纷案件中如何处理此类问题，参见 Actus,L L C v.BankofAm .Corp.,N o.2-09-cv-

102-T JW ,2010 W L 547183 (E.D.T ex.2010 年 2 月 10 日);T eirsteinv.AGA M ed.Corp.,N o.6:08cv14,2009 W L

704138,at*3 (E.D.T ex.2009 年 3 月 16日);和 K-T echT elecom m s.,Inc.v.T im eW arnerCable,Inc.,714 F.3d1277

(Fed.Cir.2013)(根据最高法院在 Iqbal和 T w om bly案中规定的标准讨论表 18)。
5见 M arkA.L em ley，S oftw areP atentsandtheR eturnofFunctionalClaim ing，2013 W is.L .R ev.905 (2013)；

S tephenW inslow，M eansforIm provingM odernFunctionalP atentClaim ing，98Geo.L .J.1891 (2010).
6见 JohnF.T riggs，FunctionalClaim ing:§ 112 ¶ 6 S tillDifficultAfterAllT heseYears，3 L andslide30 (2011)；

W inslow ,98 Geo.L .J.1891.见前注 5。
7《专利法》第十一条定义了“依照该专利方法直接获得的产品”。《专利法》（中华人民共和国全国人民

代表大会常务委员会于 2008年 12 月 27日公布，2009 年 10 月 1 日生效）为本文所指《专利法》。
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相区分，即“对于将上述原始产品进一步加工、处理而获得后续产品的行为,人民法院应

当认定属于专利法第十一条规定的使用依照该专利方法直接获得的产品”。

然而，第二十四条规定的行为是否间接侵犯了专利方法尚存在疑问。8 此外，尽管第

二十四条没有提及销售，但是根据权利用尽原则，可以将该条款解释为对依照专利方法直

接获得的产品进行进一步加工或处理的行为已经耗尽了专利权，专利权不再覆盖对于后续

产品进行进一步加工或处理的行为。因此，如果最高院认为对后续产品进行处理或加工的

行为既不直接也不间接侵犯专利权利要求，知识产权法部和国际法部建议应当修改第二十

四条，明确规定该等行为不构成侵权。

第二十七条

自愿的、行业主导的、达成一致意见的标准制定活动在推动创新、提高效率、丰富

消费者选择、降低价格、提高产出方面起到重要的作用。然而，集体性的标准制定并非没

有风险。尤其是，为了减少标准制定后市场力机会主义发挥作用所带来的风险，很多标准

制定组织要求希望加入标准制定过程的主体披露他们拥有的对执行标准必不可少的专利并

且自愿承诺将其标准必要专利按照公平、合理和非歧视（F/RA N D ）原则进行许可。自愿

的F/RA N D 承诺通过确保标准实施者在不受专利许可费挟持情况下能够被允许制造采用标

准的产品并且专利权人能够为其创新收取基于市场的合理补偿，从而平衡集体标准制定过

程中参与者之间的利益。专利权人能够通过将标准必要专利按照F/RA N D 原则进行许可获

得利益，因为如果专利权人的专利技术被标准采纳并且该标准得以广泛采用，那么专利权

人便可通过更高的销售量收取许可费。而从另一个角度看，基于F/RA N D 原则的技术许可

促进了标准的采用，这推动了进一步的创新和提高了消费者福利。然而，无论美国还是欧

盟的法律都没有对未参加标准制定过程的公司提出基于F/RA N D 原则进行许可的要求。考

虑到在专利期间排除他人使用其发明是专利权人最基本的权利，F/RA N D 承诺只限于专利

权人自愿加入并服从标准制定过程的情形至关重要。与之相反的规定将破坏专利权人发明

的价值并且打击创新。

第二十七条第一款第一句规定非强制性国家、行业或者地方标准明示“所涉专利”

的信息，被诉侵权人以其实施该标准而无需专利权人许可为由主张不构成专利侵权的，人

民法院一般不予支持。我们建议对该句进行修改，明确“所涉专利”是指经专利权人自愿

同意被标准采纳的“标准必要专利”。此外，我们建议修改第一句规定由法院确定专利是

否事实上对标准是必不可少的，同时规定被诉侵权人有机会提供证据证明不侵权。

第二十七条第一款第二句规定专利权人违反 F/RA N D 原则，就专利实施许可条件恶

意与被诉侵权人协商，被诉侵权人据此主张不停止实施行为的，人民法院一般应予支持。

对此，我们建议对该款第二句作出如下修改：

8根据美国法律 35 U .S .C.§271(g)，使用依照专利方法直接获得的产品构成侵权，因此销售依照专利方法直接

获得的产品可构成间接侵权。
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(1) 明确该规定仅适用于专利权人已经明确自愿承诺按照F/RA N D 原则许可其标

准必要专利；

(2) 明确专利权人有权就被诉侵权人使用其专利技术获得适当赔偿；

(3) 规定当被诉侵权人拒绝符合F/RA N D 原则的实施许可要约，或者无正当理由

推迟协商而导致与拒绝要约同样的后果时，法院应当禁止被诉侵权人继续实

施标准；并且

(4) 明确被诉侵权人对专利权人恶意协商负有举证责任，并明确哪些情况属于专

利权人违反F/RA N D 原则进行恶意协商，使得如果同意人民法院或者双方确

定的仲裁庭裁决 F/RA N D 许可条件，则标准必要专利持有人不会被认定为

“恶意”。

对于确保标准实施活动不会导致未经专利权人同意而侵犯专利技术，以及避免造成

专利权人在中国的义务与在其他法域的义务严重不一致而言，上述第一条修改建议十分必

要。9例如，欧盟委员会关于对纵向协议适用《欧盟运行条约》第 101 条指南（“第 101 条

指南”）中规定，标准制定组织的知识产权政策应当包含F/RA N D 原则，但同时强调加入

标准制定组织是自愿行为，第 101 条指南明确指出专利权人有权将其专利排除在标准制定

过程之外，从而无需就其专利的许可作出任何承诺。10美国的反垄断机构同样鼓励但并不

强迫标准制定组织采纳 F/RA N D 原则，以利用标准促进后续创新。11与之相反的政策则会

阻碍企业在中国境内的国际投资和创新。

对通过保护创新人员从其研发投入和新产品商品化中获得利益的能力来推动创新而

言，第二条修改建议至关重要。如果剥夺一个标准必要专利权利人就其发明获得利益的权

利，将使其丧失参与标准制定过程的动力并损害创新，例如，限制了标准的稳健性和技术

进步。

第三条修改建议对于解决反向挟持(又名 hold -ou t)问题十分必要，例如，使用标准必

要专利的一方无正当理由拖延F/RA N D 原则实施许可的善意协商的情形。正如美国和欧盟

反垄断机构所解释的那样，禁令性救济在某些情形下是一种适当的救济方式，例如当被诉

9我们建议强制适用 F/R AN D 承诺与中国专利法的基本原则不符。根据《专利法》第十一条，专利权人有权

决定如何行使其专利权。
10见 GuidelinesontheApplicability ofArticle101 oftheT reaty ontheFunctioningoftheEuropeanU nionto

HorizontalCo-operationAgreem ents,2011,O .J.(C 11)1,第 285段;原文见 http://eur-

lex.europa.eu/L exU riS erv/L exU riS erv.do?uri=O J:C:2011:011:0001:0072:EN :P DF;见 Com petitionDirectorate-

General,EuropeanCom m ission,S tandard-essentialpatents,CO M P ET IT IO N P O L ICY BR IEF第 3,5页(2014 年 6月),

原文见 http://ec.europa.eu/com petition/publications/cpb/2014/008_en.pdf.
11见美国司法部和美国专利商标局颁布的 P olicy S tatem entonR em ediesforS tandardEssentialP atentsS ubject

toVoluntary F/R AN D Com m itm ents，第 5-6页，2013 年 1 月 8日，原文见

http://w w w .justice.gov/atr/public/guidelines/290994.pdf(“DO J-P T O P olicy S tatem ent”)。
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侵权人拒绝或事实上拒绝接受根据F/RA N D 原则的实施许可，或者拒绝就F/RA N D 条款进

行善意协商。12

第四条修改意见就何种行为构成 F/RA N D 许可条款的恶意协商，为标准必要专利权

利人提供了必要的指引。据我们所知，目前还没有法院或竞争执法机构试图定义何为

F/RA N D 下的恶意协商，但是法院和政府机构已经确定了何为有意愿的被许可方。这些为

确定哪些情形不构成“恶意”提供了指引。例如，欧盟在禁令性救济中创造了“安全港”

方法，根据该方法，如果标准实施者同意，当协商失败时，由法院或者经双方同意的仲裁

员判定 F/RA N D 条款，即证明了自己是有意愿的被许可人。13根据上述规则，我们建议修

改第二十七条，至少应当明确，当标准必要专利权利人同意由法院或者双方当事人同意的

仲裁员决定 F/RA N D 条款时，该标准必要专利权利人不应当被认定为存在“恶意”。

第二十七条第二款规定经充分协商仍无法达成一致的，可以请求法院确定专利许可

条件。首先，我们请求最高院认可，专利许可条件通常应当通过当事人协商决定。然而，

正如第二十七条中所提到的，这种协商可能会失败。为了解决这种有限的情形，我们建议

修改第二款，明确规定在标准必要专利权利人没有就其标准必要专利主张权利或者没有做

出此类威胁的情况下，标准实施者无权单方面请求法院决定 F/RA N D 许可费率或者其他

F/RA N D 许可条款。如果不这样修改，标准实施者将缺乏就 F/RA N D 条款进行私下协商的

动机，反而更有动机直接请求法院决定 F/RA N D 许可条件作为其首选的救济措施。

我们还建议在第二十七条中明确规定判断是否构成“充分协商”的客观标准。鉴于

善意协商应当是解决此类问题的首选方案，这样的标准十分重要。否则，专利权人和侵权

人均有动机在耗尽协商方案之前即过早地直接采用诉讼方式，这种行为即等同于挟持，相

应地也增加了司法系统的负担。因此，该术语的明晰可确保善意协商被充分利用。我们建

议修改第二十七条以要求法院在决定许可条件时重造当事人之间的假想的协商并且考虑市

场因素的证据，例如，具有合理许可费的类似可比的实施许可（同样的专利或者其他类似

的专利）。14

12同上，第 7页（涉及“事实上拒绝谈判”的行为类型）。见 DecisionandO rderat8§ II.E,IntheM atterof

M otorolaM obility L L C,andGoogleInc.,FT C DocketN o.C-4410 § II.E(2013 年 7月 23 日)，原文见

http://ftc.gov/os/caselist/1210120/130724googlem otorolado.pdf(该等行为被称为“事实上拒绝谈判”或者

“不愿意接受根据 F/R AN D 原则进行许可”)。国际贸易委员会的意见第 63 页，关于某些电子设备，包括无

线通信设备，便携式音乐和数据处理设备以及平板电脑， Inv.N o.337-T A-794 ，U S IT C P ub.512742 (2013 年 6

月 5日)将反向挟持定义为，当标准实施者假装专利权人的要约不公平或者不合理，使用声称是必要的专利

却拒绝向专利权人支付费用时的一种昂贵诉讼）。
13M em orandum from theEuropeanCom m issionM EM O /14/322,“Antitrustdecisionsonstandardessentialpatents

(S EP s)-M otorolaM obility andS am sungElectronics-Frequently askedquestions” (2014 年 4 月 29 日),原文见

http://europa.eu/rapid/press-release_M EM O -14-322_en.htm。另见 DO J-P T O P olicy S tatem ent见前注 11;Brief
forFT C asAm icusCuriaeS upportingN eitherP arty,AppleInc.andN eX T S oftw are,Inc.v.M otorola,Inc.and
M otorolaM obility,Inc.,N os.2012-1548,2012-1549 at7-9 (Fed.Cir.Dec.4,2012),availableat
http://w w w .ftc.gov/sites/default/files/docum ents/am icus_briefs/apple-inc.and-next-softw are-inc.v.m otorola-
inc.and-m otorola-m obility-inc./121205apple-m otorolaam icusbrief.pdf.
14参见我们关于最高人民法院关于修改《最高人民法院关于审理专利纠纷案件适用法律问题的若干规定》的

决定（公开征求意见稿）的意见书（2014 年 8月 15日），附件二。
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第三十条 

第三十条在侵权人停止实施相关专利会（1）损害社会公共利益；或者（2）导致当

事人之间的利益严重失衡的情况下，为权利人设置了强制许可义务。 

强制许可义务极有可能抑制创新，损害消费者和社会整体的利益。例如，如果剥夺

发明人排除他人使用专利技术的权利，强制许可规定很可能导致发明人停止投入高风险和

高成本的研究开发。那些原本可以使用专利技术的产品的技术质量将会降低，基于该技术

的产品的制造和销售的竞争将被制止，而对该种产品的需求也将减少。 

我们请求最高院删除施加强制许可的第二种情形（即，删除“或导致当事人之间的

利益严重失衡”），并且明确对“损害社会公共利益”的判定应当谨慎并基于与商业利益

无关的具体列举的因素。15此外，为履行《与贸易有关的知识产权协定》（“《知识产权

协定》”），我们建议最高院对第三十条进行修改，明确“除非处于国家紧急状态，或在

其他极端紧急情况下，或为非商业性公共用途”，只有“在实施相关专利前，意图实施者

已经努力向权利持有人请求按照合理的商业条款和条件获得许可，但在合理期限内未能成

功”的情形下，未经权利人同意的专利实施行为才被允许，即强制许可。16最后，为了履

行《知识产权协定》第三十条（c）项，我们建议最高院对《征求意见稿》第三十条进行

修改，明确“该实施行为的范围及期限应当以授权目的允许的范围为限；如果实施的是半

导体技术，则仅允许公共非商业使用，或者为经司法或行政程序确认的反竞争行为提供救

济的实施行为”。17

关于合理许可使用费的确定，我们建议最高院修改第三十条，明确规定人民法院将

重造双方当事人间假想的谈判，并且考虑具有合理许可费的市场因素的证据，如我们对最

高院关于修改《最高人民法院关于审理专利纠纷案件适用法律问题的若干规定》的决定

（公开征求意见稿）的意见书中详细阐述的建议（见附件二）。此外，为履行《知识产权

协定》第三十一条（h）项，我们建议修改《征求意见稿》第三十条，规定“在考虑相关

授权的经济价值的前提下，权利人应根据具体案件的情况获得充分的补偿。”

结论

我们非常荣幸有机会提交我们的意见，在合适的情况下，我们愿意随时为最高院提

供补充意见或者与最高院进行进一步的磋商。

15《1883 年保护工业产权巴黎公约》第五条为强制许可的有限合理使用提供了指引，中国是该公约成员

国。
16如果特定实施行为是经司法或行政程序确认的反竞争行为的救济方式，从而允许该特定实施行为的，成员

没有义务适用第三十一条(b)项的规定。同上，第三十一条（k）项。
17此外，我们请求为履行《知识产权协定》，应当修改第三十条，明确“任何根据第三十条授权的实施行

为，应当主要用于满足国内市场的供应需求”。《知识产权协定》第三十一条（f）项。
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附件

1、《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题的解释（二）》（公

开征求意见稿）非官方翻译版

2、美国律师协会反垄断法部，知识产权法部和国际法部关于最高人民法院关于修改《最

高人民法院关于审理专利纠纷案件适用法律问题的若干规定》的决定（公开征求意见稿）

的意见书（2014年 8 月 15日）
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C O M M EN TS O F TH E A M ERIC A N B A R A SSO C IA TIO N ’S SEC TIO N S O F
A N TITRUST L A W ,IN TEL L E C TUA L P RO P ERTY L A W ,A N D

IN TERN A TIO N A L L A W O N D RA FT FO R P UB L IC C O M M EN T O F TH E
IN TERP RETA TIO N S O F TH E SUP REM E P EO P L E’S C O URT O N C ERTA IN
ISSUES C O N C ERN IN G TH E A P P L IC A TIO N O F L A W IN TH E TRIA L O F

P A TEN T IN FRIN GEM EN T C A SES (II)

A u gu st29,2014

The views stated in this su bmission are presented onlyon behalf of
these Sections of the A merican B arA ssociation.These comments

have notbeen approved bythe A B A H ou se of D elegates orthe
A B A B oard of Governors,and therefore maynotbe constru ed as

representingthe policyof the A ssociation.

The Sections of A ntitru stL aw,Intellectu alP roperty L aw,and InternationalL aw
(togetherthe “Sections”)of the A merican B arA ssociation (“A B A ”)welcome the opportu nity to
provid e comments on the D raftforP u blic C ommentof Interpretations of the Su preme P eople’s
C ou rton C ertain Issu es C oncerningthe A pplication of L aw in the Trialof P atentInfringement
C ases (II)(the “C onsu ltation D raft”).1 The Sections appreciate the Su preme P eople’s C ou rt’s
(“SP C ”)efforts to provid e increased transparency and gu id ance,and the opportu nity to provid e
comments.The comments on A rticles 1,10,and 24 are the views of the Sections of Intellectu al
P roperty L aw (“SIP L ”)and InternationalL aw (“SIL ”)only and d o notreflectthe views of the
Section of A ntitru stL aw (“SA L ”)orthe A B A as awhole.SA L joins only the comments on
A rticles 27 and 30.The Sections’comments reflectthe expertise and experience of its members
withintellectu alproperty and competition law in the United States and otherju risd ictions.

A rticle 1

A rticle 1 provid es thatwhen there are two ormore claims in the patent,apatentee
shallspecify in the complaintthe infringed claim,and thatwhen apatenthold erfails to specify
the claim thatis infringed d espite the cou rt’s instru ction to d o so,the cou rtmay presu me thatall
ind epend entclaims are alleged to be infringed .The wisd om of su charequ irementis the su bject
ofd ebate in the United States.SIP L and SIL ad vise that,while the lackofsu charequ irementmay
encou rage frivolou s infringementclaims and waste scarce ju d icialresou rces,imposing su ch a
requ irementmayd etermeritoriou s claims,especiallysince the d etails regard inginfringementmay
be in the controlof the alleged infringer.2 The concerns abou tsu ch a requ irementmay be

1 The Sections’C ommentsonthe C onsu ltationD raftare based onanu nofficialtranslation,whichisappend ed tothese
C omments as A ppend ix 1.O n A u gu st15,2014,the Sections su bmitted comments on the P u blic C ommentD raftof
the Su preme P eople’s C ou rt’s D ecision on RevisingA pplication of the L aw in the H earingof P atentD ispu te C ases
(“Sections’JI(I)C omments”),append ed as A ppend ix 2 forease of reference.

2 Ford iscu ssions of the controversies overthe need forspecificity in plead ingpatentcases,see M .A nd rew H oltman,
etal.,A void ingD ismissalin P atentInfringementC ases:A n Upd ate onthe Twombly/IqbalP lead ingStand ard ,26 N o.
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exacerbated in legalsystems where d iscovery is mu ch more limited than in the United States,
whichprovid es expansive d iscovery.3 O n the otherhand ,apatenthold ercou ld specify thatevery
claim has been infringed as longas there is some basis forbelievingthere is infringement,so that
aspecificity requ irementmay have little practicaleffect.If su ch arequ irementis nonetheless
imposed ,then the ord erlyad ministration of ju stice su ggests thatthere shou ld be consequ ences for
non-compliance thatis withou tju stification.Therefore,if su ch arequ irementis imposed ,SIP L
and SIL respectfu lly recommend that,u nless the patenthold ershows thatforreasons beyond its
controlitcannotatthatstage of the lawsu itspecify the claims infringed ,the complaintmay be
d ismissed with the opportu nity to file a complaintthatd oes specify the claims infringed .4

O therwise,the patenthold erwillbe permitted toproceed withthe lawsu itd espite ignoringwithou t
anyju stification the requ irements and instru ctions ofthe cou rtand itmaybe betternotto establish
the requ irements to begin with.

A rticle 10

A rticle 10 is d irected to fu nctionalclaims.The second paragraphof A rticle 10 sets
forthstand ard s ford eterminingwhetherthe technicalfeatu res atissu e are “id entical”atthe time
of the filing of the patentapplication,provid ing thatthe cou rtshou ld find id entity when the
alleged ly infringing featu re “performs the same fu nction in su bstantially the same way and
achieves the same effects”as the patented featu re.Itappears to establishastand ard forfind ing
d irectinfringementof fu nctionalclaims,settingthe time of filingof the patentapplication as the
reference point for the d etermination to ensu re consistency with the actions of the P atent
Examination O ffice.The third paragraph of A rticle 10 provid es thatthe cou rtshou ld find
equ ivalence afterthe filingof the application and before the occu rrence of an alleged infringing
act,whenanalleged lyinfringingfeatu re “performssu bstantiallythe same fu nctioninsu bstantially
the same way and achieves su bstantially the same effects”as the patented featu re.Itappears to
establishthe d octrine of equ ivalence forfu nctionalclaims.The need and wisd om of establishing
d istinctstand ard s forfu nctionalclaims is the su bjectof mu chd ebate.5 If ad istinctstand ard for
fu nctionalclaims is established ,the qu estion of whatwou ld be the appropriate d istinctstand ard is

5 Intell.P rop.& Tech.L .J.10 (2014),and Jonathan L .M oore,P articu larizing P atentP lead ing:P lead ing P atent
Infringementin A P ost-TwomblyW orld ,18 Tex.Intell.P rop.L .J.451,453-54,469-506 (2010).

3 Even in the United States,the controversy overspecificity in plead ingis based on the d ifficu lty of knowingatthe
ou tsetwhatclaims are infringed .If the claims coveraprod u ct,the patentownercan bu y the prod u ctand examine it
before bringingacomplaint.B u tsimply inspectingaprod u ctcannotin generald etectwhetherprocess claims have
been infringed .D iscovery allows forfu rtherfactu alexamination.See M .A nd rew H oltman,etal.,26 N o.5 Intell.
P rop.& Tech.L .J.at14.

4 Forillu strations of how U.S.cou rts d ealwithplead ingin patentcases,see A ctu s,L L C v.B ankof A m.C orp.,N o.
2-09-cv-102-TJW ,2010 W L 547 18 3 (E.D .Tex.Feb.10,2010);Teirstein v.A GA M ed .C orp.,N o.6:08 cv14,2009
W L 7 04138 ,at* 3 (E.D .Tex.M ar.16,2009);and K-TechTelecomms.,Inc.v.Time W arnerC able,Inc.,7 14 F.3d
127 7 (Fed .C ir.2013)(d iscu ssingForm 18 in regard s to the stand ard s setforthin the Su preme C ou rt’s d ecisions in
Iqbaland Twombly).

5 See M ark A .L emley,Software P atents and the Retu rn of Fu nctionalC laiming,2013 W is.L .Rev.905 (2013);
Stephen W inslow,M eans forImprovingM od ern Fu nctionalP atentC laiming,98 Geo.L .J.18 91 (2010).
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alsosu bjecttod ebate.These twoparagraphsind icate anapproachtofu nctionalclaimsthatappears
inconsistent with that of the U.S.and other d eveloped patent ju risd ictions,which ad d ress
fu nctionalclaims qu estions in the reviewingthe patentand consid erthem in lightof the common
criteriaof su bjectmatter,novelty,non-obviou sness/inventiveness,and u sefu lness.6 The stand ard
apparently established by the third paragraphof A rticle 10 may facilitate infringementclaims by
d eterminingthatatechnicalfeatu re thatperforms su bstantially the same fu nction in su bstantially
the same way with su bstantially the same effects infringes.M oreover,the reference in both
paragraphs to “is obviou s to an ord inary person skilled in the artwithou tcreative efforts”
potentiallyraisesthe issu esofobviou snessand therefore valid ityinacontextthatwou ld notappear
to involve them.

A rticle 24

A rticle 24 states that“[w] here a su bsequ entprod u ctd erived from the fu rther
processingortreatmentof aprod u ctthatis d irectly d erived from the patented method is fu rther
processed ortreated ,apeople’s cou rtshallfind thatthe actis notu singaprod u ctthatis d irectly
d erived from the patentmethod as specified in A rticle 11 of the P atentL aw.”7 A rticle 24 appears
to be intend ed to d istingu ish su ch acts from those ad d ressed in A rticle 13.2 of the SP C ’s 2010
Interpretations on C ertain Issu es C oncerning the A pplication of L aw in the Trialof P atent
InfringementC ases,whichprovid es that“[t] he actof fu rtherprocessingortreatmentof aprod u ct
thatis d irectlyd erived from apatented method to obtain asu bsequ entprod u ctshallbe fou nd bya
people’s cou rtas the actof u sing aprod u ctthatis d irectly d erived from the patentmethod as
specified in A rticle 11 of the P atentL aw.”

H owever,itis u nclearwhetherornotthe actd escribed in A rticle 24 ind irectly
infringes the patented process.8 Fu rther,althou gh A rticle 24 makes no reference to sale,the
provision mightbe interpreted to refer to the exhau stion d octrine,to provid e thatthe fu rther
processingortreatmentofaprod u ctthatis d irectlyd erived from the patented method exhau sts the
patentright,and the patentwillnotcoverthe fu rtherprocessingortreatmentof the su bsequ ent
prod u ct.Therefore,if SP C consid ers the actof the processing ortreatmentof the su bsequ ent
prod u ctnotto infringe the patented claim eitherd irectly orind irectly,SIP L and SIL respectfu lly
recommend thatSP C revise A rticle 24 and expresslyclarifythatthis actd oes notinfringe.

6 See JohnF.Triggs,Fu nctionalC laiming:§ 112 ¶ 6StillD ifficu ltA fterA llThese Y ears,3N o.2 L and slid e 30 (2011);
W inslow,su pra note 5.

7 A rticle 11 of C hina’s P atentL aw d efines d irectinfringementof apatent.P atentL aw (promu lgated by the Stand ing
C omm.N at’lP eople’s C ong.,D ec.27 ,200 8 ,effective O ct.1,2009),art.11 (C hina)(“P atentL aw”).

8 Und erU.S.law,u se of an item created by apatented process may be infringement,so thatthe sale of an item
prod u ced byapatented process may be ind irectinfringement.35U.S.C .§ 27 1(g).
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A rticle 27

V olu ntary,ind u stry-led ,consensu s-based stand ard s settingcan play an important
role in promoting innovation,increasing efficiency and consu merchoice,and lead ing to lower
prices and greater ou tpu t.H owever,collaborative stand ard setting is not withou t risks.In
particu lar,to mitigate the risks of opportu nistic exercise of marketpowerafterthe stand ard is set,
manystand ard -settingorganizations (“SSO s”)requ ire those wishingtoparticipate inthe stand ard -
settingprocess tod isclose the existence ofanypatented technologytheyownthatmaybe essential
to implementthe stand ard and volu ntarily committo license their stand ard -essentialpatents
(“SEP s”)on fair,reasonable and non-d iscriminatory(“F/RA N D ”)terms.This volu ntaryF/RA N D
commitmentbalances the interests of those participating in the collaborative stand ard -setting
process by ensu ringthatimplementers willbe permitted to prod u ce stand ard -compliantprod u cts
withou tthe threatof royalty “hold -u p”and apatenthold erwillreceive reasonable,market-based
compensation forits innovation.A patenthold erbenefits from licensing its SEP s on F/RA N D
terms becau se,if its patented technologyis ad opted and the stand ard is wid elyad opted ,the patent
hold er has the potentialto earn royalties on alarger volu me of sales.O n the other hand ,the
F/RA N D licensingof the technology facilitates ad option of the stand ard ,whichlead s to fu rther
innovation and increases consu mer welfare.N either U.S.nor EU law,however,requ ires
companies thatd o notparticipate in an SSO to license on F/RA N D terms oratall.Given the
fu nd amentalrightof apatenthold erto exclu d e others from u singits invention d u ringthe period
of the patent,itis essentialthatthe F/RA N D commitmentbe limited to situ ations in whichthe
patenthold ervolu ntarily participates in and su bjects itself to the SSO process.A contrary ru le
risks confiscatingthe valu e of apatenthold er’s invention and d iscou raginginnovation.

The firstsentence of the firstparagraph of A rticle 27 provid es thatwhen non-
compu lsory national,ind u strial,orlocalstand ard s explicitly d isclose information of apatentthat
is “relevantto su ch stand ard s,”the accu sed infringer willnotbe permitted to allege non-
infringementby argu ingthatno license from the righthold eris requ ired forimplementingsu ch
stand ard s.W e respectfu llyrecommend thatthissentence be revised toclarifythatpatents“relevant
to su chstand ard s”refers to patents “essentialto su chstand ard s”thatthe righthold ervolu ntarily
offered forinclu sion in the stand ard .W e fu rtherrecommend thatthe firstsentence be revised to
provid e thatthe cou rtwillmake ad etermination whetherthe patentis in factessentialto the
stand ard ,and thatthe accu sed infringerwillhave the opportu nityto prove non-infringement.

The second sentence ofthe firstparagraphofA rticle 27 provid esthatwhenapatent
hold erviolates F/RA N D principles by negotiatinglicense terms in bad faith,the cou rtgenerally
shall allow the accu sed infringer to continu e implementing the stand ard .W e respectfu lly
recommend thatthe second sentence of the firstparagraphof A rticle 27 be amend ed as follows:

(1) To clarify thatitwillapply only to situ ations in whichthe patenthold erhas mad e
an u nambigu ou s volu ntary commitmentto license its SEP s on F/RA N D terms;

(2) To clarify thatthe patenthold eris entitled to appropriate compensation forthe
accu sed infringer’s u se of its patented technology;

(3) To provid e that the cou rt willnot permit the accu sed infringer to continu e
implementingthe stand ard when the accu sed infringerrefu ses aF/RA N D royalty
license offeroru nreasonablyd elays negotiations to the same effect;and
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(4) To clarify thatthe accu sed infringerbears the bu rd en of proving thatthe patent
hold erhas negotiated in bad faith,and clarify the circu mstances u nd erwhich a
patenthold erwillbe fou nd to violate F/RA N D principles by negotiating in bad
faith,so that“bad faith”by aSEP hold erwillnotbe fou nd when aSEP hold er
agrees thatacou rtormu tu allyagreed arbitratorshallad ju d icate F/RA N D terms.

The firstrevision is necessary to ensu re thatstand ard s d evelopmentactivity d oes
notlead to the misappropriation of technologies withou tthe patenthold er’s consent,and to avoid
creatingasu bstantialinconsistency between apatentowner’s obligations in C hinaand in other
ju risd ictions.9 Forexample,the Eu ropeanC ommission’sGu id elinesonthe A pplicabilityofA rticle
101 of the Treaty on the Fu nctioning of the Eu ropean Union (“A rticle 101 Gu id elines”) to
horizontalco-operation agreements state thatIntellectu alP ropertyRights policies of SSO s shou ld
incorporate F/RA N D principles,bu tthey also reinforce thatparticipation is volu ntary by making
itclearthatpatentownersmayexclu d e technologyfrom the stand ard -settingprocessand thu sfrom
anycommitmenttolicense.10 A ntitru stau thorities inthe United States similarlyencou rage (bu td o
notcompel)the ad option of F/RA N D policies by SSO s as contribu tingto follow-on innovation
u tilizingstand ard s.11 A contrary policy cou ld d iscou rage internationalinvestmentand innovation
byentities in C hina.

The second revision is cru cialto promote innovation by protecting innovators’
abilitytoreapbenefits from theirinvestments inresearchand d evelopmentand commercialization
of new prod u cts.D eprivingaSEP hold erof its ability to recou pthe valu e of its invention risks
d iscou ragingparticipation in stand ard s-setting and harminginnovation in general,e.g.,throu gh
limitingstand ard s’robu stness and technologicalsophistication.

The third revisionisnecessarytoad d ressreverse hold -u p(alsoknownashold -ou t),
i.e.,the situ ation in which a firm u sing the SE P u nreasonably d elays good faith negotiations
toward saF/RA N D license.A sthe U.S.and EU antitru stagencieshave explained ,inju nctive relief
maybe an appropriate remed yin certain circu mstances su chas when an accu sed infringerrefu ses
or constru ctively refu ses to take a F/RA N D license,or refu ses to negotiate in good faith to
d etermine F/RA N D terms.12

9 The Sections su ggestthata mand atory imposition of a F/RA N D commitmentis inconsistentwith the general
principle of C hina’s P atentL aw,thatapatentownershou ld have d iscretion as to how to exercise its patentrights.
P atentL aw,art.11.

10 See Gu id elines on the A pplicability of A rticle 101 of the Treaty on the Fu nctioning of the Eu ropean Union to
H orizontal C o-operation A greements, 2011 at O .J. (C 11) 1, para. 28 5, available at http://eu r-
lex.eu ropa.eu /L exUriServ/L exUriServ.d o?u ri=O J:C :2011:011:0001:00 7 2:EN :P D F; see also C ompetition
D irectorate-General,Eu ropean C ommission,Stand ard -essentialpatents,C O M P ETITIO N P O L IC Y B RIEF at3,5 (Ju ne
2014),available athttp://ec.eu ropa.eu /competition/pu blications/cpb/2014/008 _en.pd f.

11 See U.S.D EP ’T O F JUSTIC E & U.S.P A TEN T A N D TRA D EM A RK O FFIC E,P olicy Statementon Remedies forStandard
Essential P atents Su bject to V olu ntary F/RA N D C ommitments at 5-6 (Jan. 8 , 2013), available at
http://www.ju stice.gov/atr/pu blic/gu id elines/290994.pd f (“D O J-P TO P olicyStatement”).

12 Id.at7 (referringto these types of cond u ctas a“constru ctive refu salto negotiate”);see also D ecision and O rd erat
8 § II.E,Inthe M atterofM otorolaM obilityL L C ,and Google Inc.,FTC D ocketN o.C -4410 (Ju ly23,2013),available
at http://ftc.gov/os/caselist/1210120/130 7 24googlemotorolad o.pd f; C ommission O pinion at 63, In re C ertain
Electronic D evices,Inclu d ingW ireless C ommu nication D evices,P ortable M u sic and D ataP rocessingD evices,and
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The fou rth revision is necessary to provid e SEP hold ers with gu id ance on what
cond u ctconstitu tes “bad faith”negotiation of F/RA N D terms.W hile no cou rtor competition
agency to ou rknowled ge has attempted to d efine whatconstitu tes bad faith negotiation in the
F/RA N D context,cou rts and agencies have mad e d eterminations on whatconstitu tes awilling
licensee.Su chd eterminations provid e u sefu lgu id ance on whatd oes notconstitu te bad faith.The
Eu ropean C ommission,forexample,has created a“safe harbou r”approachfrom inju nctive relief,
u nd erwhichanimplementercand emonstrate thatitis a“willinglicensee”byagreeingthatacou rt
or,if both parties agree,an arbitrator shallad ju d icate the F/RA N D terms in the eventthat
negotiations fail.13 B ased on these d eterminations,we recommend thatA rticle 27 be revised to
clarify that,atthe very least,“bad faith”by aSEP hold erwillnotbe fou nd when aSEP hold er
agrees thatacou rtoramu tu allyagreed arbitratorshallad ju d icate the F/RA N D terms.

The second paragraphof A rticle 27 provid es thatwhen negotiations between the
partiesfail,acou rtmayd ecid e the licensingterms.W e firstcommend the Su preme P eople’sC ou rt
forrecognizingthatlicensingterms shou ld normally be d etermined throu ghprivate negotiations
between the parties.H owever,as A rticle 27 recognizes,those negotiations may be u nsu ccessfu l.
To ad d ress those limited circu mstances,we respectfu llyrecommend thatthe second paragraphbe
revised toclarifythatanimplementermaynotu nilaterallyseekacou rtd eterminationofaF/RA N D
royalty rate orotherF/RA N D terms in the absence of an assertion orthreatened assertion of the
SEP by the SEP hold er.W ithou tthis revision,implementers may have less incentive to privately
negotiate F/RA N D termsand greaterincentive toinstead seekcou rtad ju d icationofF/RA N D terms
as afirstresort.

The Sections also respectfu lly recommend thatA rticle 27 be clarified to provid e
objective criteria for whatconstitu tes “su fficientnegotiation.”Su ch clarification is especially
importantgiven the recognition thatgood faithnegotiations are the preferred method of resolving
these issu es.W ithou tsu ch clarification,both the patenthold erand the infringermay have an
incentive to tu rn to litigation prematu rely,before exhau sting negotiations.Su ch behaviormay
amou nttohold -ou torhold -u p,and institu tionallycanover-bu rd enthe ju d icialsystem.C onversely,
clarification of this term may ensu re thatgood -faith negotiation is fu lly explored .L astly,the
Sections recommend thatA rticle 27 be revised to requ ire cou rts,when d etermining licensing
terms,torecreate ahypotheticalnegotiationbetweenthe partiesand toconsid erevid ence ofmarket

TabletC ompu ters,Inv.N o.337 -TA -7 94,USITC P u b.5127 42 (Ju ly 5,2013) (d efining reverse hold -u p as an
“expensive litigation”scenario u nd er which “an implementer u tilizes d eclared -essential technology withou t
compensationtothe patentowneru nd erthe gu ise thatthe patentowner’sofferstolicense were notfairorreasonable”).

13 M emorand u m from the E u ropean C ommission M EM O /14/322,A ntitru std ecisions on stand ard essentialpatents
(SEP s)-M otorolaM obility and Samsu ng Electronics -Frequ ently asked qu estions (A pr.29,2014),available at
http://eu ropa.eu /rapid /press-release_M EM O -14-322_en.htm.See also D O J-P TO P olicy Statement,su pra note 11;
B riefforFTC as A micu s C u riae Su pportingN eitherP arty,A pple Inc.and N eX T Software,Inc.v.M otorola,Inc.and
M otorola M obility, Inc., N os. 2012-1548 , 2012-1549 at 7 -9 (Fed . C ir. D ec. 4, 2012), available at
http://www.ftc.gov/sites/d efau lt/files/d ocu ments/amicu s_briefs/apple-inc.and -next-software-inc.v.motorola-inc.and -
motorola-mobility-inc./121205apple-motorolaamicu sbrief.pd f.
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factors,forexample,comparable licenses(forthe same patentand othersimilarpatents)thatwou ld
bearon the appropriate royalty.14

A rticle 30

A rticle 30 appears to impose compu lsory licensing obligations when an alleged
infringer ceasing to practice the relevantpatents wou ld either (1) d amage the “socialpu blic
interest”or(2)cau se “seriou s interestimbalance between the parties.”

Imposingacompu lsory licensingobligation creates asignificantriskof red u cing
incentives for innovation and implementation to the d etrimentof consu mers and society as a
whole.Forexample,acompu lsorylicensingrequ irementislikelytod eterinventorsfrom investing
in risky and costly researchand d evelopmentif they are d eprived of the rightto exclu d e others
from u singtheirpatented technology.The technicalqu alityofprod u cts thatwou ld otherwise have
u sed the patented technologywilld iminish,competition formakingand sellingprod u cts based on
su chtechnologywillbe d eterred ,and d emand forsu chprod u cts willbe lessened .

The Sections respectfu lly requ estthatthe SP C d elete the second grou nd for
imposing compu lsory licensing (i.e.,d elete “or cau se seriou s interestimbalance between the
parties”),and specifythatafind ingof“d amage tothe socialpu blic interest”willbe rare and based
on specific enu merated factors thatare u nrelated to commercialinterests.15 In ad d ition,to comply
withthe W orld Trad e O rganization’sA greementonTrad e-Related A spectsofIntellectu alP roperty
Rights (“TRIP S”),the Sections recommend thatthe SP C revise A rticle 30 to specifythat,“except
in cases of nationalemergency orothercircu mstances of extreme u rgency orin cases of pu blic
non-commercialu se,”u se withou tau thorizationofthe righthold er(i.e.,acompu lsorylicense)will
“onlybe permitted if,priorto su chu se,the proposed u serhas mad e efforts to obtain au thorization
from the righthold eron reasonable commercialterms and cond itions and thatsu chefforts have
notbeen su ccessfu lwithin areasonable period of time.”16 L astly,to comply withTRIP S A rticle
31(c),the Sections recommend thatA rticle 30 of the C onsu ltation D raftbe amend ed to specify
that“the scope and d u rationofsu chu se shallbe limited tothe pu rpose forwhichitwasau thorized ,
and in the case of semi-cond u ctortechnology shallonly be forpu blic non-commercialu se orto
remed yapractice d etermined afterju d icialorad ministrative process to be anti-competitive.”17

W ith respect to the d etermination of a reasonable royalty rate,the Sections
respectfu lly recommend thatthe SP C revise A rticle 30 to specify thatcou rts willseekto recreate

14 See Sections’JI(I)C omments (A ppend ix 2).

15 The P arisC onventionforthe P rotectionofInd u strialP ropertyof18 8 3,to whichC hinais aparty,provid esgu id ance
in A rticle 5on the limited appropriate u se of compu lsorylicensing.

16 TRIP S A rt.31(b).M embers are notobliged to apply the cond itions setforth in A rticle 31(b)when su ch u se is
permitted toremed yapractice d etermined afterju d icialorad ministrative processtobe anticompetitive.Id.A rt.31(k).

17 M oreover,the Sections respectfu lly requ estthat,to comply withTRIP S,A rticle 30 be revised to specify thatany
u se permitted u nd erA rticle 30 shallbe “pred ominantly forthe su pplyof the d omestic market.”TRIP S A rticle 31(f).
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ahypotheticalnegotiation between the parties and consid erevid ence of marketfactors thatwou ld
bearon the appropriate royalty,as explained in d etailin the Sections’JI(I)C omments (attached
as A ppend ix 2).In ad d ition,to comply with A rticle 31(h)of TRIP S,the Sections respectfu lly
recommend thatA rticle 30 of the C onsu ltation D raftbe revised to provid e that“the righthold er
shallbe paid ad equ ate remu neration in the circu mstances of each case,taking into accou ntthe
economic valu e of the au thorization.”

C onclu sion

The Sections appreciate the opportu nity to provid e comments and are available to
provid e ad d itionalcommentsortoparticipate inanyfu rtherconsu ltationswiththe SP C ,asitd eems
appropriate.

A ppend ices

1. UnofficialTranslation of Interpretations of the Su preme P eople’s C ou rton C ertain Issu es
C oncerningthe A pplicationofL aw inthe TrialofP atentInfringementC ases (II)(D raftfor
P u blic C omment)

2. C omments of the A merican B ar A ssociation’s Section of A ntitru stL aw,Section of
Intellectu alP roperty L aw and Section of InternationalL aw on the P u blic C ommentD raft
of the Su preme P eople’s C ou rt’s D ecision on Revising A pplication of the L aw in the
H earingof P atentD ispu te C ases (A u g.15,2014)



Translation Provided by Beijing AnJie Law Firm 1 / 28
Any questions or suggestions, please email hejing@anjielaw.com.

Interpretations of the Supreme People's Court on Certain Issues Concerning the Application of Law in the Trial of Patent

Infringement Cases II” (For Public Comments)

《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题的解释（二）》（公开征求意见稿）

Publication Date: July 31st, 2014 Deadline for Commenting: September 1st, 2014

公布日期：2014 年 7 月 31 日 征求意见截止日期：2014 年 9 月 1 日
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Interpretations of the Supreme People's Court on Certain Issues

Concerning the Application of Law in the Trial of Patent

Infringement Cases II (For Public Comments)

为正确审理侵犯专利权纠纷案件，根据《中华人民共和国专利

法》、《中华人民共和国民事诉讼法》等有关法律规定，结合审判

实际，制定本解释。 

For the purpose of properly hearing patent infringement cases, the

Interpretations are formulated in accordance with the Patent Law of the

People's Republic of China, the Civil Procedure Law of the People's

Republic of China and other relevant laws and regulations and by

taking into account the judicial practice.

第一条  

权利要求书有两项以上权利要求的，权利人应当在起诉状中载

明据以起诉被诉侵权人侵犯其专利权的权利要求。起诉状对此未记

载或者记载不明的，人民法院应当要求权利人明确；经释明，权利

人不予明确的，人民法院可以推定权利人选择全部的独立权利要

Article 1

Where there are two or more claims in the patent claims, a patentee

shall state clearly which claim is infringed by an accused infringer in

the complaint. Where the complaint does not have such statement or

the statement is not clear, a people's court shall require the patentee to
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求。 make clarification; in case that the patentee refuses to do so after the

people's court explains its requirement, the people's court may presume

that the patentee chooses to assert all independent claims.

第二条  

权利人主张被诉侵权技术方案落入独立权利要求及其从属权

利要求限定的保护范围，经审查，被诉侵权技术方案已落入独立权

利要求限定的保护范围的，人民法院应当对被诉侵权技术方案是否

落入其从属权利要求限定的保护范围作出认定；被诉侵权技术方案

未落入独立权利要求限定的保护范围的，人民法院可以迳行认定被

诉侵权技术方案未落入其从属权利要求限定的保护范围。 

被诉侵权技术方案落入权利人主张的一项以上权利要求限定

的保护范围的，人民法院应当认定被诉侵权技术方案落入专利权的

保护范围。被诉侵权技术方案落入两项以上权利要求所限定的保护

范围的，不影响人民法院对赔偿数额的认定。 

Article 2

Where a patentee alleges that an accused infringing technical solution

falls within the protection scope of an independent claim and a

dependent claim thereof, in case that the accused infringing technical

solution is found to fall within the protection scope of the independent

claim, a people's court shall find whether or not the accused infringing

technical solution falls within the protection scope of the dependent

claim; in case that the accused infringing technical solution does not

fall within the protection scope of the independent claim, the people's

court may directly find that the accused infringing technical solution

does not fall within the protection scope of the dependent claim.

Where the accused infringing technical solution falls within the

protection scope of one or more claims asserted by the patentee, the

people's court shall find that the accused infringing technical solution
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falls within the protection scope of the patent right. That the accused

infringing technical solution falls within the protection scope of two or

more claims shall not affect the people's court to determine the amount

of damages.

第三条  

权利人在专利侵权诉讼中主张的权利要求被专利复审委员会

宣告无效的，审理专利侵权纠纷案件的人民法院可以裁定驳回权利

人基于该无效权利要求的起诉；有证据证明专利复审委员会宣告专

利权无效的决定被生效行政裁判撤销的，权利人可以重新起诉。 

Article 3

Where a claim asserted by a patentee in a patent infringement lawsuit

is declared invalid by the Patent Reexamination Board, a people's court

adjudicating the patent infringement lawsuit may dismiss the lawsuit

brought by the patentee based on the invalidated claim; in case that

there is evidence to prove that the Patent Reexamination Board's

decision of declaring the patent right invalid is revoked by an effective

administrative case judgment, the patentee may file a new lawsuit

again.

第四条  

对于权利要求书、说明书及附图中的语法、文字、标点、符号、

图形等错误，本领域普通技术人员通过阅读权利要求书、说明书可

Article 4

For grammar, letter, punctuation, symbol, graphic and other errors in

claims, specification and drawings, where an ordinary person skilled in
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以清楚地得出唯一理解的，人民法院应当根据该唯一理解予以认

定。 

the art can clearly derive a sole understanding by reading the claims

and specification, a people's court shall affirm the sole understanding.

第五条  

权利要求记载的文字含义清楚，但说明书的相应描述与其根本

冲突，且不属于本解释第四条规定的情形的，人民法院应当根据权

利要求的记载确定专利权的保护范围。 

权利要求含义不明，运用法定的解释方法仍无法确定其限定的

专利权保护范围，且不属于本解释第四条规定的情形的，人民法院

可以裁定驳回起诉。 

当事人举证证明在专利侵权诉讼的裁判作出前无效宣告请求

人基于上述事由请求专利复审委员会宣告该专利权无效的，人民法

院可以裁定中止诉讼。 

Article 5

If the textual meaning of the claim is clear but is in fundamental

conflict with the relevant descriptions of the written description of the

patent and does not belong to the circumstances as prescribed by

Article 4, the people's court shall determine the scope of patent

protection based on the recitations of the claim.

If the meaning of the claim is not clear and the scope of patent

protection based on the claim cannot be determined by any statutory

interpretation methodology and does not belong to the circumstances

as prescribed by Article 4, the people's court may dismiss the lawsuit.

If a party to the litigation proves that an invalidation petitioner requests

the Patent Reexamination Board to declare the patent right invalid

based on the above-mentioned grounds before the issuance of the

judgment of the patent infringement litigation is made, the people's

court may stay the action.
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第六条  

人民法院对于权利要求的解释，应当符合专利的发明目的。被

诉侵权技术方案具有专利所要克服的现有技术的缺陷的，人民法院

应当认定其未落入专利权的保护范围。 

Article 6

The claim construction made by a people's court shall be consistent

with the invention purpose of the patent. Where an accused

infringing technical solution has the technical defects of prior art that

the patent is intended to overcome, a people's court shall find that the

accused infringing technical solution does not fall within the protection

scope of the patent right.

第七条  

人民法院判定被诉侵权技术方案是否落入专利权的保护范围，

一般应当对专利技术方案以及被诉侵权技术方案进行技术特征的

分解，并在此基础上进行相应技术特征的对比。 

技术特征，是指技术方案中能够相对独立地实现一定的技术功

能，并产生相对独立的技术效果的最小技术单元。 

Article 7

In determining whether or not an accused infringing technical solution

falls within the protection scope of a patent right, a people's court

usually shall decompose the patented technical solution and the

accused infringing technical solution into technical features, and

compare the corresponding technical features based on the outcome of

the decomposition.

A technical feature refers to a minimum technical unit that can

relatively independently perform a certain technical function and

achieve relatively independent effects in a technical solution.
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第八条  

涉案专利与另一专利之间存在分案申请等直接关联关系的，人

民法院可以运用该另一专利及其专利审查档案、生效的专利授权确

权纠纷裁判文书解释涉案专利的权利要求。 

专利审查档案，包括专利审查、复审、无效过程中专利申请人

或者专利权人提交的书面材料，国务院专利行政部门及其专利复审

委员会作出的审查意见通知书、会晤记录、口头审理记录、生效的

专利复审请求审查决定书和专利权无效宣告请求审查决定书等。 

Article 8

Where a patent at issue has direct relationships with another patent

such as divisional application, a people's court may carry out the claim

construction of the patent at issue by using this directly related patent,

the prosecution history documents, and the effective judgment in the

prosecution and invalidation proceedings of the directly related patent.

Prosecution history documents include the written materials filed by a

patent applicant or a patentee in the course of patent examination,

reexamination and invalidation actions, notifications of examination,

interview records, oral hearing records, effective decisions of the

reexamination and invalidation issued by the Patent Administration

Department under the State Council and the Patent Reexamination

Board.

第九条  

人民法院在确定专利权的保护范围时，独立权利要求的前序部

Article 9

In determining the protection scope of a patent right by a people's
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分、特征部分以及从属权利要求的引用部分、限定部分记载的技术

特征均有限定作用。 

court, the preamble portion and the characterizing portion of an

independent claim, and the reference portion and the limiting portion

of a dependent claim all have limiting function.

第十条  

权利要求中以功能或者效果表述的技术特征，即功能性特征，

是指对于结构、组分、步骤、条件或其之间的关系等，仅通过其在

发明创造中所起的功能或者效果进行限定的技术特征。但是，当事

人举证证明技术术语系本领域约定俗成的或者本领域普通技术人

员可以仅通过权利要求即可直接、明确地确定其技术内容的除外。

与说明书及附图记载的实现上述功能或者效果不可缺少的技

术特征相比，被诉侵权技术方案的相应技术特征是以基本相同的手

段，实现相同的功能，达到相同的效果，且本领域普通技术人员在

专利申请日无需经过创造性劳动就能够联想到的，人民法院应当认

定该相应技术特征与功能性特征相同。 

与说明书及附图记载的实现上述功能或者效果不可缺少的技

术特征相比，被诉侵权技术方案的相应技术特征是以基本相同的手

Article 10

A technical feature as stated in terms of functions or effects thereof in a

claim, i.e. a functional feature, refers to a technical feature in which the

structures, compositions, steps, or the relations therebetween are

defined only through their functions or the effects achieved in an

invention, except that a party proves with evidence that the technical

term is a conventional one in the art or the technical content can be

directly and unambiguously derived merely from the claim itself by an

ordinary person skilled in the art.

Where being compared with a technical feature that is necessary to

achieve the above mentioned function or effect and is recited in the

specification or drawings, the corresponding technical feature of an

accused infringing technical solution can perform the same function in

substantially the same way and achieve the same effects and is obvious
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段，实现基本相同的功能，达到基本相同的效果，且本领域普通技

术人员在专利申请日后、被诉侵权行为发生日以前无需经过创造性

劳动就能够联想到的，人民法院应当认定该相应技术特征与功能性

特征等同。 

to an ordinary person skilled in the art without creative efforts at the

filing date of the patent, a people’s court shall find that the

corresponding technical feature is identical to the functional feature.

Where being compared with a technical feature that is necessary to

achieve the above mentioned function or effect and is recited in the

specification or drawings, the corresponding technical feature of an

accused infringing technical solution can perform substantially the

same function in substantially the same way and achieve substantially

the same effects and is obvious to an ordinary person skilled in the art

without creative efforts after the filing date of the patent and before the

occurrence date of an accused infringing act, a people’s court shall find

that the corresponding technical feature is equivalent to the functional

feature.

第十一条  

对于组合物的封闭式权利要求，被诉侵权技术方案在包含权利

要求全部技术特征的基础上增加其他技术特征的，人民法院应当认

定被诉侵权技术方案未落入专利权的保护范围，但该增加的技术特

Article 11

For a closed claim of a composition, where an accused infringing

technical solution has other technical features in addition to all

technical features of the claim, a people's court shall find that the
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征属于不可避免的常规数量杂质的除外。 accused infringing technical solution does not fall within the protection

scope of a patent right, except that the added other technical features

are of the conventional amount of inevitable impurities.

第十二条  

被诉侵权技术方案不能适用于产品权利要求中使用环境特征

限定的使用环境的，人民法院应当认定被诉侵权技术方案未落入专

利权的保护范围。 

Article 12

Where an accused infringing technical solution cannot be fit in the use

environment that is specified by the use environment feature of a

product claim, a people's court shall find that the accused infringing

technical solution does not fall within the protection scope of a patent

right.

第十三条  

对于产品权利要求中以制备方法界定产品的技术特征，被诉侵

权产品的制备方法与其不相同也不等同的，人民法院应当认定被诉

侵权技术方案未落入专利权的保护范围。 

Article 13

With respect to a technical feature in which the product is defined by

the preparation method in a product claim, where the preparation

method of an accused infringing product is neither identical nor

equivalent, a people's court shall determine that the accused infringing

technical solution does not fall within the protection scope of a patent

right.
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第十四条  

对于方法权利要求中的步骤顺序特征，人民法院应当根据权利

要求的记载，结合说明书及附图，确定步骤顺序的变换对技术效果

是否产生实质性影响，并在此基础上认定被诉侵权技术方案是否落

入专利权的保护范围，但属于本解释第十五条规定的情形的除外。

Article 14

With respect to a sequential step feature of a method claim, a people's

court shall find whether or not the change of the sequential step has

substantial impacts on the technical effects based on the claim, and by

taking into account the written description and drawings, and then

based on all the above determine whether or not the accused infringing

technical solution falls within the protection scope of the patent right,

except for the circumstance as prescribed in Article 15 of the

Interpretations.

第十五条  

权利要求采用“至少”等用语对数值特征或者采用“首先”等

用语对步骤顺序特征进行界定，且本领域普通技术人员认为权利人

特别强调该用语对技术特征的严格限定作用，权利人主张与其不相

同的技术特征属于等同特征的，人民法院不予支持。 

Article 15

Where a claim uses words like “at least” for a numerical feature or uses

words like “firstly” to specify a sequential step feature, and an ordinary

person skilled in the art would believe that the patentee specifically

emphasizes the strict limiting function of these words to a technical

feature, if the patentee alleges that a non-identical technical feature is

an equivalent feature, a people's court shall not support such allegation.



Translation Provided by Beijing AnJie Law Firm 11 / 28
Any questions or suggestions, please email hejing@anjielaw.com.

《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题

的解释（二）》（公开征求意见稿）

Interpretations of the Supreme People's Court on Certain Issues

Concerning the Application of Law in the Trial of Patent

Infringement Cases II (For Public Comments)

第十六条  

专利申请人、专利权人在专利授权确权程序中修改权利要求

书、说明书或者陈述意见，被诉侵权人主张上述情形下放弃的技术

方案不属于专利权保护范围，权利人举证证明该修改或者陈述未被

审查员采信或者与专利授权确权条件无因果关系的，人民法院应当

认定该修改或者陈述未导致技术方案的放弃。 

Article 16

Where a patent applicant or a patentee amends a claim, a written

description or a response during the prosecution or invalidation

proceedings of a patent, an accused infringer contends that a technical

solution abandoned under the above circumstances does not belong to

the protection scope of the patent, and a right holder proves with

evidence that the amendment or statement is not accepted by an

examiner or has no causality with the result of the prosecution or

invalidation proceedings, a people's court shall find that the

amendment or the statement does not cause the abandonment of the

technical solution.

第十七条  

人民法院认定外观设计是否相同或者近似，应当从一般消费者

的角度全面观察设计特征，综合判断整体视觉效果。被诉侵权设计

未包含授权外观设计区别于现有设计的全部设计特征的，人民法院

可以推定被诉侵权设计与授权外观设计不近似；被诉侵权设计包含

授权外观设计区别于现有设计的全部设计特征的，人民法院可以推

Article 17

In determining whether or not designs are identical or similar, a

people’s court shall make an overall observation of the design features,

and make a holistic judgment of the overall visible effects from the

view of an average consumer. Where the accused infringing design

does not contain all of the design features of the patented design that
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定该设计特征对整体视觉效果更具有影响。但是，当事人提出反证

推翻上述推定的除外。 

一般消费者，是指被诉侵权产品的直接购买者。人民法院在认

定一般消费者对于外观设计所具有的知识水平和认知能力时，应当

考虑授权外观设计的设计空间，即设计者在创作特定产品外观设计

时的自由度。设计空间较大的，一般消费者通常不容易注意到不同

设计之间的较小区别；设计空间较小的，一般消费者通常更容易注

意到不同设计之间的较小区别。 

distinguish the patented design from prior designs, the people’s court

may presume that the accused infringing design is not similar to the

patented design; where the accused infringing design contains all of the

design features of the patented design that distinguish the patented

design from prior designs, the people’s court may presume that such

design features have more impacts on the overall visible effects, except

that a party provides evidence to the contrary to overturn such

presumptions.

An average customer refers to a direct purchaser of the accused

infringing product. In determining the knowledge and cognitive

capability of an average customer about a design, the people’s court

shall consider the design space of the patented design, that is, the

degree of freedom for a designer in creating the design of the particular

product. In general, where there is a larger design space, it is not easy

for an average customer to notice a relatively minor difference between

different designs; where there is a smaller design space, it is easier for

an average customer to notice a relatively minor difference between

different designs.
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第十八条 

被诉侵权设计与授权外观设计的差异不足以使一般消费者将

两者区分或者两者的差异属于惯常设计或由技术功能唯一决定的

设计的，人民法院应当认定两者在整体视觉效果上无实质性差异。

Article 18

Where the difference between an accused infringing design and a

patented design is not sufficient to enable an average customer to

distinguish from each other, or such difference is of a customary

design or is dictated solely by the technical functions, a people’s court

shall find that there is no substantive difference between the two

designs in the overall visible effects.

第十九条  

对于成套产品的外观设计专利，被诉侵权设计与其一项外观设

计相同或者近似的，人民法院应当认定被诉侵权设计落入专利权的

保护范围。 

Article 19

With respect to a design patent of a set of products, where an accused

infringing design is identical or similar to one of designs of the set of

products, a people’s court shall find that the accused infringing design

falls within the protection scope of the patent right.

第二十条  

对于组装关系唯一的组件产品的外观设计专利，被诉侵权设计

Article 20

For a design patent of an assembled product in which there is an
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与该组件产品在组合状态下的整体外观设计相同或者近似的，人民

法院应当认定被诉侵权设计落入专利权的保护范围。 

对于各构件之间无组装关系或者组装关系不唯一的组件产品

的外观设计专利，被诉侵权设计与其全部单个构件的外观设计均相

同或者近似的，人民法院应当认定被诉侵权设计落入专利权的保护

范围；被诉侵权设计缺少部分单个构件的外观设计或者与其不相同

也不近似的，人民法院应当认定被诉侵权设计未落入专利权的保护

范围，但该部分单个构件的外观设计对于全部单个构件的外观设计

整体视觉效果未产生显著影响的除外。

exclusive assembly relationship, where an accused infringing design is

identical or similar to the overall design of the assembled product in

the assembly state, a people’s court shall find that the accused

infringing design falls within the protection scope of the patent right.

For a design patent of an assembled product which there is no fixed

assembly relationship or exclusive relationship among the constituent

parts, where accused infringing designs are identical or similar to the

designs of all of individual parts of the design patent, a people’s court

shall find that the accused infringing designs fall within the protection

scope of the patent right; where the accused infringing designs do not

have a design of any individual parts of the assembled product, or are

neither identical nor similar thereto, an people’s court shall find that

the accused infringing designs do not fall within the protection scope

of the patent right, except that the design of such individual parts

thereof does not have substantive impact on the overall visible effects

of the designs of all individual parts thereof.



Translation Provided by Beijing AnJie Law Firm 15 / 28
Any questions or suggestions, please email hejing@anjielaw.com.

《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题

的解释（二）》（公开征求意见稿）

Interpretations of the Supreme People's Court on Certain Issues

Concerning the Application of Law in the Trial of Patent

Infringement Cases II (For Public Comments)

第二十一条  

对于变化状态产品的外观设计专利，被诉侵权设计与变化状态

图所示的各种使用状态的外观设计均相同或者近似的，人民法院应

当认定被诉侵权设计落入专利权的保护范围。 

被诉侵权设计缺少部分使用状态的外观设计或者与其不相同

也不近似的，人民法院应当认定被诉侵权设计未落入专利权的保护

范围，但该部分使用状态的外观设计对于全部使用状态的外观设计

整体视觉效果未产生显著影响的除外。 

Article 21

For a design patent of a product that has variable states, where an

accused infringing design is identical or similar to the design of all

usage states shown in the drawings of variable states, a people’s court

shall find that the accused infringing patent falls within the

protection scope of the patent right.

Where the accused infringing design does not have a design of any of

the usage states, or is neither identical nor similar thereto, a people’s

court shall find that the accused infringing design does not fall within

the protection scope of the patent right, except that the design of such

usage states does not have substantive impact on the overall visible

effects of the design of all of the usage states.

第二十二条  

权利人诉请在发明专利申请公布日至授权公告日期间实施该

发明的单位或者个人支付适当费用的，人民法院可以参照适用有关

Article 22

Where a right holder claims appropriate fee for a company or an

individual implementing the invention during the period from the

publication date of the invention patent application to the
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专利侵权赔偿数额确定的法律规定。 

专利申请公布时的申请人请求保护的范围与专利公告授权时

的专利权保护范围不一致，被诉侵权技术方案均落入上述两种范围

的，人民法院应当认定被诉侵权人在上述期间内实施了该发明；被

诉侵权技术方案仅落入其中一种范围的，人民法院应当认定被诉侵

权人在上述期间内未实施该发明。 

在发明专利授权公告日以后，未经专利权人许可，使用、许诺

销售、销售上述期间内已制造、进口的产品，权利人依据专利法第

十一条主张停止上述实施行为的，人民法院应予支持。但是，实施

人举证证明上述制造者、进口者依据专利法第十三条的规定已支付

适当费用的除外。 

announcement date of patent issuance, a people’s court may refer to

laws and regulations about the determination of damages of patent

infringement.

Where the protection scope claimed for by an applicant at the time of

the publication of a patent application is different from the protection

scope of a patent right at the time of the announcement of patent

issuance, in case that an accused infringing technical solution falls

within both scopes thereof, a people’s court shall find that an accused

infringer has practiced the invention during the above period; in case

that an accused infringing technical solution only falls within one of

the scopes thereof, a people’s court shall find that the accused infringer

did not practice such invention during the above period.

Where using, offering for sale or selling, without the authorization of a

patentee, already manufactured or imported products after the

announcement date of patent issuance, and the patentee asks for

stopping the above mentioned acts in accordance with Article 11 of the

Patent Law, a people’s court shall support such claim, except that the

implementer proves with evidence that the manufacturer or the
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importer has already paid appropriate fee in accordance with Article 13

of the Patent Law.

第二十三条  

产品销售合同依法成立的，人民法院应当认定属于专利法第十

一条所称的销售。 

Article 23

Where a product sales contract is concluded according to laws, a

people’s court shall find that it is the “sales” specified in Article 11 of

the Patent Law.

第二十四条  

对于将依照专利方法直接获得的产品进一步加工、处理而获得

的后续产品，进行再加工、处理的，人民法院应当认定该行为不属

于专利法第十一条所称的使用依照该专利方法直接获得的产品。 

Article 24

Where a subsequent product derived from the further processing or

treatment of a product that is directly derived from the patented method

is further processed or treated, a people’s court shall find that the act is

not using a product that is directly derived from the patent method as

specified in Article 11 of the Patent Law.
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第二十五条  

明知有关产品系专门用于实施发明创造的原材料、零部件、中

间物等，未经专利权人许可，将该产品提供给无权实施该专利的人

或者依法不承担侵权责任的人实施，权利人主张该提供者的行为属

于侵权责任法第九条规定的帮助侵权行为的，人民法院应予支持。

明知有关产品、方法可以用于实施发明创造，未经专利权人许

可，通过提供图纸、传授技术方案等方式积极诱导无权实施该专利

的人或者依法不承担侵权责任的人实施，权利人主张该诱导者的行

为属于侵权责任法第九条规定的教唆侵权行为的，人民法院应予支

持。 

Article 25

Where a party that knows that its products are raw materials, parts or

intermediary items dedicated to practicing an invention, without the

authorization of a patentee, provides such products to a party that is not

authorized to practice such patent or to a party that is legally exempt

from infringement liability according to laws, if a right holder alleges

that the provider’s act is contributory infringement as specified in

Article 9 of the Tort Law, a people’s court shall sustain such

allegation.

Where a party that knows that its products and methods can be used to

practice an invention, without the authorization of a patentee, actively

induces another party that is not authorized to practice such patent or to

another party that is legally exempt from infringement liability

according to laws, by ways of providing drawings or passing on

technical solutions etc., if a right holder alleges that the inducer’s act is

of the inducement infringement act as specified in Article 9 of the Tort

Law, a people’s court shall sustain such allegation.
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第二十六条  

被诉侵权人一般只能依据一项现有技术方案或者现有设计主

张不侵权抗辩。但是，被诉侵权人举证证明被诉侵权技术方案属于

一项现有技术方案与公知常识在专利申请日前是显而易见的组合

的，或者被诉侵权设计属于一项现有设计与惯常设计在专利申请日

前是显而易见的组合的，人民法院可以认定被诉侵权人的不侵权抗

辩成立。 

对于被诉侵权人主张的上述抗辩，人民法院应当依照专利申请

日时施行的专利法界定现有技术或者现有设计。 

Article 26

In general, an accused infringer is allowed to assert non-infringement

defense based on only one prior technical solution or one prior design.

However, where the accused infringer proves with evidence that the

accused infringing technical solution is an obvious combination of a

prior technical solution and common knowledge before the filing date

of the patent application, or the accused infringing design is an obvious

combination of a prior design and a customary design before the filing

date of a patent application, a people’s court may conclude that the

non-infringement defense is established.

With respect to the above defense as alleged by the accused infringer,

the people’s court shall make a finding about the prior technical

solution or prior design based on the patent law that was in effect at the

time of the application date of the patent.
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第二十七条  

非强制性国家、行业或者地方标准明示所涉专利的信息，被诉

侵权人以其实施该标准而无需专利权人许可为由主张不构成专利

侵权的，人民法院一般不予支持。但是，专利权人违反公平、合理、

无歧视的原则，就标准所涉专利的实施许可条件恶意与被诉侵权人

协商，被诉侵权人据此主张不停止实施行为的，人民法院一般应予

支持。 

标准所涉专利的实施许可条件，应当由专利权人、被诉侵权人

协商确定；经充分协商，仍无法达成一致的，可以请求人民法院确

定。人民法院应当根据公平、合理、无歧视的原则，综合考虑专利

的创新程度及其在标准中的作用、标准所属的技术领域、标准的性

质、标准实施的范围、相关的许可条件等因素，确定上述实施许可

条件。 

法律、行政法规对实施标准中的专利另有规定的，从其规定。

Article 27

Where non-compulsory national, industrial or local standards explicitly

disclose the information of a patent that is relevant to such standards, if

an accused infringer alleges non-infringement defense by arguing that

no license from the right holder is required for implementing such

standards, a people’s court shall not sustain such allegation. However,

where the patentee violates the principle of fair, reasonable and

non-discrimination and negotiates in bad faith with the accused

infringer regarding licensing terms for the patents relevant to the

standards, if the accused infringer asserts that it shall not stop the act of

implementation of standards based on such grounds, a people’s court

generally shall sustain such assertion.

The licensing terms of patents relevant to the standards shall be

decided through the negotiation between the patentee and the accused

infringer; where no agreement is reached after sufficient negotiation,

the parties may ask a people’s court to decide. In the determination

of the licensing terms, the people’s court shall apply the principle of

fair, reasonable and non-discrimination, and make comprehensive

consideration of the degree of innovativeness of the patent and the
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utility of the patent in the standard, the technical area of the standard,

the nature of the standard, the implementation scope of the standard,

relevant licensing terms and other factors.

Where any law or administrative regulation specifies otherwise with

regard to a patent in a standard, such other provisions shall prevail.

第二十八条  

被诉侵权人为私人消费目的实施发明创造的，人民法院应当认

定不属于专利法第十一条、第七十条所称的为生产经营目的。 

Article 28

A people’s court shall find that the practicing of an invention by an

accused infringer for the purpose of private consumption is not done

for the business purpose as specified in Article 11 and Article 70 of the

Patent Law.

第二十九条  

为生产经营目的使用、许诺销售或者销售不知道是未经专利权

人许可而制造并售出的专利侵权产品，且能证明该产品合法来源

的，对于权利人要求上述许诺销售者、销售者停止侵权行为的诉讼

请求，人民法院应予支持；上述使用者举证证明专利侵权产品的制

Article 29

Where an infringing product is used, offered for sale or sold for

business purpose without knowing that such product is manufactured

and sold out without the authorization of a patentee, and the legitimate

source of such products can be proved, a people’s court shall sustain

the patentee’s legal claims of ordering above mentioned one offering
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造者赔偿权利人因被侵权所受到的实际损失的，对于权利人要求该

使用者停止使用行为的诉讼请求，人民法院不予支持，但该使用者

应当支付专利侵权产品与专利产品的差价。 

不知道，一般是指实际不知道。但是，权利人举证证明上述侵

权人应当知道的，对于该侵权人不知道的主张，人民法院不予支持。

合法来源，是指通过正当的商业行为购买专利侵权产品。正当

的商业行为包括合法的进货渠道、通常的买卖合同、合理的价格等。

对于合法来源，使用者、许诺销售者或者销售者应当提供符合交易

习惯的相关证据，仅以合同中的权利瑕疵担保条款证明合法来源

的，人民法院不予支持。 

for sale or selling the infringing product to stop such infringement acts;

where above mentioned user can prove the manufacturer of the

infringing product has compensated the right holder for the actual loss

caused by the infringement, a people’s court shall not sustain the right

holder’s claim of stopping the user’s act of use, but the user shall pay

for the price difference between the infringing product and the patented

product.

“Without knowing” generally refers to that the party actually does not

know. However, where a right holder proves with evidence that the

infringer should have known, a people’s court shall not sustain the

infringer’s assertion of “without knowing”.

“Legitimate source” refers to purchasing the infringing product

through legitimate business activities. The legitimate business

activities include a legitimate purchasing channel, sales contract in

normal practice, a reasonable price, and so on. With respect to

legitimate source, the user, the party offering for sale or the seller shall

provide relevant evidence that complies with business practice and

custom, and if the proof of legitimate source is only the warranty of

defects of right in the contract, a people’s court shall not sustain.
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第三十条  

侵权人停止实施相关专利会损害社会公共利益或者导致当事

人之间的利益严重失衡的，人民法院可以判令侵权人不停止实施行

为，并代以支付合理的使用费。 

Article 30

Where the infringer stops practicing relevant patents and it will

damage the social public interest or will cause serious interest

imbalance between the parties, a people’s court may rule that the

infringer shall not stop the act of practicing the patent, but shall pay

reasonable royalty instead.

第三十一条  

根据权利人的申请，人民法院可以判令侵权人将侵权产品以及

专门用于制作侵权产品的材料和工具等交由权利人处理，但该处理

会严重损害他物的价值或者侵权产品已经附着于他物而难以替换

的除外。上述物品由权利人处理的，人民法院在确定赔偿数额时，

应当扣除该物品的相应价值。 

Article 31

Upon a right holder’s application, a people’s court may rule that the

infringer shall hand over infringing products and materials and tools

that are dedicated to manufacturing of the infringing products to the

right holder for disposal, except that such disposal will seriously

damage the value of other items, or the infringing products have been

attached to other items and is difficult to be substituted. Where the

right holder disposes the above items, a people’s court shall deduct the

corresponding value of such items when determining the amount of

damages.
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第三十二条  

权利人主张依据专利法第六十五条第二款确定赔偿数额，侵权

人提供证据证明权利人因被侵权所受到的实际损失、侵权人因侵权

所获得的利益或者合理的专利许可使用费，且权利人不能提供反证

推翻的，人民法院可以根据侵权人提供的证据确定赔偿数额；侵权

人未提供上述证据的，人民法院可以依照专利法第六十五条第二款

的规定确定赔偿数额。 

Article 32

Where the right holder claims to determine the amount of damages

according to Article 65.2 of the Patent Law, the infringer proves with

evidence actual loss of the right holder due to the infringement, profits

obtained by the infringer due to the infringement, or reasonable patent

license royalty, and the right holder cannot provide evidence to the

contrary to overturn, a people’s court may determine the amount of

damages based on such evidence provided by the infringer; where the

infringer fails to provide such evidence, the people’s court may decide

the amount of damages according to Article 65.2 of the Patent Law.

第三十三条  

人民法院为确定赔偿数额，在权利人已经尽力举证，而与专利

侵权行为相关的账簿、资料主要由侵权人掌握的情况下，人民法院

可以责令侵权人提供与专利侵权行为相关的账簿、资料；侵权人无

正当理由拒不提供或者提供虚假的账簿、资料的，人民法院可以参

考权利人的主张和提供的证据认定赔偿数额。 

Article 33

In determining the amount of damages, where the right holder has tried

the best to fulfill the burden of proof, but the account books and

materials related to infringement acts are primarily controlled by the

infringer, a people’s court may order the infringer to provide such

account books and materials related to the infringement acts; where the

infringer refuses to provide without justified reasons or provides

falsified ones, the people’s court may refer to the claim and submitted

evidence of the right holder to determine the amount of damages.
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第三十四条 

权利人与侵权人约定专利侵权的赔偿数额或者赔偿计算方法，

权利人在专利侵权诉讼中主张按照该约定确定赔偿数额的，人民法

院应予支持。 

Article 34

Where the right holder and the infringer have agreed on the amount of

damages or the calculation method of the damages of patent

infringement through agreement, if the right holder asks to determine

the amount of damages based on such agreement in a patent

infringement lawsuit, the people’s court shall sustain.

第三十五条  

专利法第四十七条第二款所称的在宣告专利权无效前，是指在

专利权无效宣告请求审查决定书载明的决定日前；该款所称的已执

行、已经履行或者强制执行，是指已经实际执行、实际履行或者强

制执行的部分；该款所称的恶意，包括专利申请人、专利权人明知

其拟申请专利的技术方案属于现有技术或者现有设计等不应当被

授予专利权的情形，仍将该技术方案申请专利并获得专利权。 

Article 35

“Before declaring a patent right invalid” as specified in Article 47.2 of

the Patent Law refers to before the decision date as shown on the

decision of the request for a patent invalidation; the “already executed,

already implemented or compulsory executed” in this provision refers

to the part that has been actually executed, actually implemented or

compulsorily executed; the “bad faith” in this provision includes the

situation in which the patent applicant or the patentee knows that the

technical solution to be applied for a patent is prior art or prior design

and so on that shall not be granted for a patent right, but still applies

for a patent for such technical solution and obtains the patent right.



Translation Provided by Beijing AnJie Law Firm 26 / 28
Any questions or suggestions, please email hejing@anjielaw.com.

《最高人民法院关于审理侵犯专利权纠纷案件应用法律若干问题

的解释（二）》（公开征求意见稿）

Interpretations of the Supreme People's Court on Certain Issues

Concerning the Application of Law in the Trial of Patent

Infringement Cases II (For Public Comments)

第三十六条  

人民法院裁定准许当事人基于和解协议提出的撤诉申请，宣告

专利权无效的决定对在宣告专利权无效前该和解协议已经履行的

部分，不具有追溯力；尚未履行的，不再履行。但是，该和解协议

损害社会公共利益或者第三人利益的除外。 

和解协议对宣告专利权无效的决定的追溯问题另有约定的，从

其约定。 

Article 36

Where a people's court rules to approve the parties' application for the

withdrawal of a case based on a settlement agreement, the decision of

declaring a patent right invalid shall not be retroactively applied to the

relevant portion of the settlement agreement that has been performed

before the declaration of the invalidation of the patent; and the

unperformed portion shall not be performed, except that the settlement

agreement is against the social and public interests or the third party

interests.

If the settlement agreement specifies otherwise with regard to the

retroactivity of the decision of declaring the patent right the invalid,

such other provisions shall prevail.

第三十七条  

对于专利复审委员会作出的宣告专利权无效的决定，无效宣告

请求人或者专利权人未在法定期间内向人民法院起诉或者该无效

宣告决定被人民法院的生效裁判维持，当事人依据该无效宣告决定

Article 37

With respect to a decision of declaring a patent right invalid issued by

the Patent Reexamination Board, where an invalidation requestor or

the patentee does not appeal before a people's court within the statutory
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申请再审，请求撤销专利权无效宣告前人民法院作出但尚未执行或

者尚未执行完毕的专利侵权的判决、调解书的，经审查属实，人民

法院应当再审；当事人依据上述无效宣告决定，申请终结执行专利

权无效宣告前人民法院作出但尚未执行或者尚未执行完毕的专利

侵权的判决、调解书的，经审查属实，人民法院应当裁定终结执行。

对于专利复审委员会作出的宣告专利权无效的决定，无效宣告

请求人或者专利权人已在法定期间内向人民法院起诉而未终审，当

事人依据该无效宣告决定申请再审，请求撤销专利权无效宣告前人

民法院作出但尚未执行或者尚未执行完毕的专利侵权的判决、调解

书的，经审查属实，人民法院应当裁定中止再审审查，并中止原判

决、调解书的执行。 

period or the invalidation decision is affirmed by an effective judgment

of a people's court, if a party applies for a retrial based on the

invalidation decision requesting for the revocation of a patent

infringement judgment or a consensual judgment which has been

issued but has not yet been executed or has not been completely

executed by a people's court before the declaration of invalidation of

the patent right, a people's court shall rehear the case after the

verification of the relevant facts; if a party applies for terminating the

execution of a patent infringement judgment or a consensual judgment

which has been issued but has not yet been executed or has not been

completely executed by a people's court before the declaration of

invalidation of the patent right, a people's court shall rule to terminate

the execution of the judgment after the verification of the relevant

facts.

With respect to a decision of declaring a patent right invalid issued by

the Patent Reexamination Board, where an invalidation requestor or a

patentee has appealed before a people's court within the statutory

period and the appeal is not completed, if a party applies for a retrial

based on the invalidation decision, requesting for the revocation of a

patent infringement judgment or a conciliation statement which has
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been issued but has not yet been executed or has not been completely

executed by a people's court before the declaration of invalidation of

the patent right, a people's court shall rule to stay the rehearing review

and to stay the execution of the judgment or the consensual judgment,

after verification of the relevant facts.
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美国律师协会反托拉斯法部、知识产权法部和国际法部 
对于最高人民法院 

关于修改审理专利纠纷案件适用法律意见征求稿的 
意见书 

 
二零一四年八月十五日 

 
本意见书仅代表美国律师协会反托拉斯法部、知识产权法部和国际法部的 

观点，没有经过美国律师协会会员代表大会或理事会的批准，因此不应被视为代 
表美国律师协会的政策。  
 

美国律师协会反托拉斯法部、知识产权法部和国际法部（简称“三部门”）。
很高兴提交对于最高人民法院关于修改审理专利纠纷案件适用法律意见征求稿（简
称“意见征求稿”）的意见书。三部门提交的意见反映了其成员在竞争法与知识产
权法等领域的专业知识和经验。  

 
三部门欢迎最高人民法院（简称“最高院”）通过修改意见征求稿在提高透

明度和指导方面的成就，并且感激能够有机会提供意见。三部门的意见集中在对第
二十一条关于计算专利许可费损失的讨论。 

 
总体意见 

 
创新者从他们对新产品的研发和商业化所作出的投资中获取利益，而针对专

利侵权的有效的救济措施对于通过保护创新者能获取利益而促进创新与竞争至关重
要。1为了能够充分的保护创新的动力，救济措施应当补偿过去的侵权行为，禁止
未来的侵权行为，并且在第一时间遏制侵权行为。在美国，专利救济措施提供了三
种补救途径以达到上述目的：（一）损失赔偿，寻求将专利权人的财政恢复到若侵
权行为没有发生而本应有的状况；（二）提高赔偿，为遏制蓄意侵权行为而设计；
以及（三）在合适的时候使用禁止令，寻求维护专利权人的排他性以及在第一时间
遏制侵权行为。 

 
与市场回报相比，对专利权人赔偿不足或者赔偿过多的专利救济措施，没有

侵权行为的存在，会对消费者造成损害。持续的对专利权人赔偿不足的救济措施会
削减创新的动力。在所有情况下全面否定寻求禁止令的诉求会削减专利权人通过其
发明的商业化获得全部市场回报的能力。救济措施对专利权人赔偿过多时，如果过
多的损害赔偿转嫁给了消费者，则会导致价格上涨。因此，试图使损害赔偿能够准
确反映一项发明在没有侵权行为的情况下所能获得的市场回报是很重要的。 

                                                        
1参见，例如，美国联邦贸易委员会，《演变中的知识产权市场：专利声明与救济和竞争的协调》，
第 140-141页（二零一一年三月），原文见
http://www.ftc.gov/sites/default/files/documents/reports/evolving-ip-marketplace-aligning-patent-notice-
and-remedies-competition-report-federal-trade/110307patentreport.pdf.    

http://www.ftc.gov/sites/default/files/documents/reports/evolving-ip-marketplace-aligning-patent-notice-and-remedies-competition-report-federal-trade/110307patentreport.pdf
http://www.ftc.gov/sites/default/files/documents/reports/evolving-ip-marketplace-aligning-patent-notice-and-remedies-competition-report-federal-trade/110307patentreport.pdf
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第二十一条 

 
第二十一条列出了法院在先前许可费的基础上评估合理的专利许可费损害金

额时会参照的因素。本条规定了在过往专利许可费“明显不合理”时，法院可以不
对其进行考虑。 

 
计算合理的专利许可费损害金额的目的是反映没有侵权行为存在时该项发明

的市场回报。因此它应该取决于有意向的许可人和被许可人在假想的谈判中本应该
达成的合意。在美国具有开创性的案件，乔治太平洋公司诉美国胶合板公司
（Georgia-Pacific Corp. v. United States Plywood Corp.）案中，阐述了损害金额的合
理测量办法为“如果许可人（例如专利权人）与被许可人（例如侵权行为人）双方
合理且自愿的试图达成合约，那么双方本应达成合意的（在侵权开始的时候）数
额。”2这一框架的核心原则是有意向的许可人和有意向的被许可人模式，在此模
式下被授予的数额必须双方都能接受。专利许可费必须充分补偿专利权人的授权使
用，同时为侵权行为人使用该项发明保留适当的预期利润。 

 
美国法院运用两种假定来落实假想的谈判。第一，事实裁定人必须假定该假

想谈判的开始时间为侵权行为发生时。这一时间点决定了双方在谈判时所掌握的信
息。因此，在设定合理的专利许可费用时，关于侵权行为人的预期利润以及可用的
替代品的考量“在假想的许可谈判双方本应该会考虑哪些事项的基础上决定，而非
取决于实际发生情况的事后评价。”3 

 
第二，法院要求事实裁定人假定在谈判时双方明确知晓该专利是有效的并且

受到了被告产品或者在加工过程中的侵权损害。该假定保证了专利权人在承担了庭
审的风险和责任并取胜后能购获得全数赔偿。 

 
在构建假想的谈判时，美国法院会考虑谈判双方在决定专利许可费时本应会

考虑的有关市场因素的证据。因为每一项技术和市场都不相同，考虑的证据及其在
每一个因素中发挥的力量会根据情况而不同。4   

 
我们建议修改第二十一条并明确说明法院寻求重新创立假想的谈判并且以有

意愿的许可人和被许可人模式做为决定合理专利许可费用的概念性框架。其后法院
可以考虑与适合专利许可费用相关的市场因素证据。这种方法可以保护创新的动力
并且避免赔偿不足或者赔偿过多。 

 

                                                        
2 乔治太平洋公司诉美国胶合板公司案, 318 F. Supp. 1116,  第 1120页（美国地区法院纽约州南区，
一九七零年），修正并维持原判（第二巡回法院，一九七一年）。 
3 汉森诉高山峡谷滑雪场有限公司案，718 F.2d 1075,  第 1081 页（联邦巡回法院，一九八三年）。 
4 乔治太平洋案的法院列出了包含十五项非穷尽因素的清单。第十五项是假想谈判金额，其他十四
项列出了证据的类别。乔治太平洋公司案。318 F. Supp. 第 1120页。  
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关于标准必要专利，标准必要专利的持有人自愿作出了按照合理非歧视的条
件进行许可的承诺。美国法院考虑了特定的因素重建双方的假想谈判。例如，法院
判定“假想谈判的双方本应会考察该标准必要专利对争议产品的重要性来决定合理
非歧视的专利许可费率。”5 而且，“一项合理非歧视承诺应该被理解为将一名专
利持有人获得的专利许可费限定于其专利技术本身的经济价值，除去与将专利技术
纳入标准相关联的价值。” 6 

 
最后，第十二条禁止使用先前与被许可人在市场中商定的许可费，如果该费

用明显不合理。这一标准中关于什么是“明显不合理”的模糊不清会导致决定偏离
以市场为基础的方法。7为促进创新和市场增长，应该总体上允许一名专利持有人
收取市场可以负担的任何费用。8在没有证据证明先前的许可费用是违反竞争行为
的产物的情况下，这笔通过条件对等的谈判所得出的费用表明了（而且是最佳证据）
专利的市场价值。 

 
在某种程度上，第二十一条指的是能够与被侵权专利许可进行比较的许可，

这种证据可以在发明专利及其侵权使用与可对比的许可充分相似的情况下，为事实
裁定人提供可靠的帮助。评估相似性的关键因素包括该技术，许可的权利（一项专
利或是专利组合），专利许可费类型（提成性计费或是一次性计费），以及许可条
件（一类产品或是多类）。当认定一项许可具有可比性并且经历过条件对等的谈判
时，应该认定它为证据，而不考虑这些条件是否“明显不合理”。 

 
因此，应该修改第二十一条，删除这项禁止并且允许法院考虑所有先前以及

具有可比性的许可费并且不排除那些被认定为“明显不合理”的。 
 

总结 
 

三部门很感激能有机会对最高院的意见征求稿提供意见。如果最高院对我们
的意见书有任何疑问，我们很高兴作出回应，或者提供能协助最高院的补充意见或
者信息。 

                                                        
5 参见，例如，微软公司诉摩托罗拉公司案，2013 WL 2111217，第三页（美国地区法院华盛顿州西
区，二零一三年四月二十五日）。   
6 同上，第十二页。 
7 Daniel F. Spulber,《当发明面向市场时，竞争压力如何影响创新的动力？》政治经济学杂志第 121
期第 1007页，第 1040 页，（二零一三年）。（“削弱知识产权的反托拉斯和知识财产政策使参与
市场的发明减少。因此反托拉斯政策应该避免通过限制专利许可费，技术标准和知识财产的市场转
让来限制知识产权。通过制约发明市场来限制知识财产的独占，模仿和征用会减弱竞争的动力，产

生竞争压力。”）。  
8参见，例如，Mark A. Lemley, 《区分利润损失和合理的专利许可费》，威廉玛丽大学法律评论，
第 51 期第 655页，第 657页，（二零零九年）。（“专利保护的传统概念是给与专利持有人通过
出售专利产品排除竞争的途径，由此增长他们的利润，并且因此增加潜在专利持有人的发明动力。
这一传统概念要求排他性；一项专利的价值因此与市场上或者它所控制的市场缝隙的价值相
称。”）。 
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The views stated in this submission are presented on behalf of the  

Sections of Antitrust Law, Intellectual Property Law, and International Law of the 
American Bar Association. They have not been approved by the House of Delegates or 
the Board of Governors of the American Bar Association and therefore may not be 
construed as representing the policy of the American Bar Association. 
 

The Sections of Antitrust Law, Intellectual Property Law, and 
International Law of the American Bar Association (“the Sections”) are pleased to submit 
comments on public comment draft of the Supreme People’s Court’s Decision on 
Revising Application of the Law in the Hearing of Patent Dispute Cases (“the 
Consultation Draft”). The Sections’ comments reflect the expertise and experience of its 
members with competition and intellectual property law. 

The Sections welcome the Supreme People’s Court’s (“SPC”) efforts to 
provide increased transparency and guidance through amending the Consultation Draft 
and appreciate the opportunity to provide comments. The Sections’ comments focus on 
discussion in Article 21 regarding the calculation of royalties damages. 

General Comments 

Effective remedies for patent infringement are crucial to promote 
innovation and competition by protecting innovators’ ability to reap benefits from their 
investments in research and development and commercialization of new products.1 In 
order to adequately protect incentives to innovate, remedies should compensate for past 
infringement, prohibit future infringement, and deter infringement in the first instance. In 
the United States, patent remedies provide three types of redress to achieve these goals: 
(1) compensatory damages, which seek to return the patentee to the financial condition it 
would have been in but for the infringement; (2) enhanced damages, which are designed 
to deter willful infringement; and (3) injunctive relief where appropriate, which seeks to 
preserve the patentee’s exclusivity and deter infringement in the first instance.  

Patent remedies that undercompensate or overcompensate patentees 
compared to the market reward, absent infringement, can harm consumers. Remedies that 

																																																								
1 See, e.g., FED. TRADE COM., The Evolving IP Marketplace:  Aligning Patent Notice and Remedies with 
Competition at 140-41 (Mar. 2011), available at 
http://www.ftc.gov/sites/default/files/documents/reports/evolving-ip-marketplace-aligning-patent-notice-
and-remedies-competition-report-federal-trade/110307patentreport.pdf.    
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systematically undercompensate patentees reduce incentives to innovate. Denying the 
ability to seek injunctions in all circumstances can undermine the ability of patentees to 
obtain the full market reward from the commercialization of their inventions. Remedies 
that overcompensate patentees beyond the market reward can result in price increases if 
excessive damages awards are passed on to the consumer. Thus, it is important that 
damage awards attempt to accurately replicate the market reward an invention could have 
earned absent infringement.  

Article 21 

Article 21 identifies factors courts may consider when they assess 
reasonable royalties damages based on prior licensing fees. It provides that when prior 
licensing fees are “manifestly unreasonable,” the court can disregard them. 

The goal of a reasonable royalty damages calculation is to replicate the 
market reward for the invention in the absence of infringement. It accordingly should 
depend on what a willing licensee and a licensor would have agreed to in a hypothetical 
negotiation. The seminal case in the United States, Georgia-Pacific Corp. v. United 
States Plywood Corp., describes the proper measure of damages as “[t]he amount that a 
licensor (such as the patentee) and the licensee (such as the infringer) would have agreed 
upon (at the time the infringement began) if both had been reasonably and voluntarily 
trying to reach an agreement.”2 The central tenet of this framework is the willing 
licensor/willing licensee model, under which the awarded amount must be acceptable to 
both parties. The royalties must adequately compensate the patentee for permitting the 
use while leaving the infringer an appropriate level of anticipated profits from using the 
invention.  

U.S. courts apply two assumptions when implementing the hypothetical 
negotiation. First, the finder of fact must assume that the hypothetical negotiation takes 
place at the time the infringement began. This timing determines the information 
available to the parties during the negotiation. Thus, in setting a reasonable royalty rate, 
considerations such as the infringer’s expected profit and available alternatives are “to be 
determined not on the basis of the hindsight evaluation of what actually happened, but on 
the basis of what the parties to the hypothetical license negotiations would have 
considered at the time of the negotiations.”3 

Second, courts require the fact-finder to assume that at the time of the 
negotiations the parties know with certainty that the patent is valid and infringed by the 
defendant’s product or process. This assumption ensures that the patentee, having 
incurred the risk and burden of trial and prevailed, is fully compensated.  

In constructing the hypothetical negotiation, U.S. courts consider evidence 
of market factors that the negotiating parties would consider in determining the royalty 

																																																								
2 Georgia-Pacific Corp., v. U.S. Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970), modified and 
aff’d, 446 F.2d 295 (2d Cir. 1971).  
3 Hanson v. Alpine Valley Ski Area, Inc., 718 F.2d 1075, 1081 (Fed. Cir. 1983). 
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rate. Because each technology and market is different, the evidence considered and the 
weight placed on each factor will vary based on the circumstances.4   

We recommend that the SPC consider amending Article 21 to specify that 
courts seek to re-create the hypothetical negotiation and willing licensor/willing licensee 
model as the conceptual framework for determining a reasonable royalty. The courts 
would then consider evidence of market factors that would bear on the appropriate 
royalty. This approach would serve to protect incentives to innovate and guard against 
under- or overcompensation.  

With respect to standard-essential patents (“SEPs”) on which the SEP 
holder has made a voluntary commitment to license on reasonable and nondiscriminatory 
(“RAND”) terms, U.S. courts have considered specific factors to re-create a hypothetical 
negotiation between the parties. For example, courts have held that “the parties in a 
hypothetical negotiation would set RAND royalty rates by looking at the importance of 
the SEPs to the standard and the importance of the standard and the SEPs to the products 
at issue.”5 Furthermore, “a RAND commitment should be interpreted to limit a patent 
holder to a reasonable royalty on the economic value of its patented technology itself, 
apart from the value associated with incorporation of the patented technology into the 
standard.”6  

Lastly, Article 21 prohibits the use of licensing fees previously agreed to 
in the market with licensees if those fees are “manifestly unreasonable.” The vagueness 
of the standard for what is “manifestly unreasonable” could lead to decisions that deviate 
from a market-based approach.7 To induce innovation and market growth, a patent holder 
should generally be permitted to charge whatever price the market will bear.8 Absent 
evidence that the prior licensing fees were the result of anticompetitive conduct, such fees 
that are negotiated at arms-length provide an indication (and may be the best available 
evidence) of the market value of the patent.   

To the extent that Article 21 refers to licenses that are comparable to 
licenses for the infringed patent, such evidence may reliably assist the trier of fact when 
																																																								
4	The Georgia-Pacific court identified a list of 15 non-exhaustive factors. Factor 15 is the hypothetical 
negotiation amount and the other 14 factors list categories of evidence. Georgia-Pacific Corp., 318 F. 
Supp. at 1120. 	
5 See, e.g., Microsoft Corp. v. Motorola, Inc., 2013 WL 2111217, *3 (W.D.Wash. Apr. 25, 2013).   
6 Id. at *12. 
7 Daniel F. Spulber, “How Do Competitive Pressures Affect Incentives to Innovate When There Is a 
Market for Inventions?,” 121 J. POL. ECON. 1007, 1040 (2013) (“[A]ntitrust and IP policies that weaken IP 
rights reduce participation in markets for inventions. Antitrust policies thus should avoid restricting IP 
rights through limits on royalties, technology standards, or market transfers of IP. Limiting appropriability 
of IP, by constraining markets for inventions, generates competitive pressures from imitation and 
expropriation that decrease incentives to innovate.”). 
8 See, e.g., Mark A. Lemley, “Distinguishing Lost Profits from Reasonable Royalties,” 51 WILLIAM & 

MARY L.R. 655, 657 (2009) (“The traditional conception of patent protection is to give patent owners a 
means of excluding competitors from selling the patented product, thereby increasing their profits and 
therefore the incentive of putative patent owners to invent. This traditional conception requires exclusivity; 
the value of a patent is accordingly commensurate with the value of the market or market niche it 
controls.”). 
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the patented invention and its infringing use are sufficiently similar to those of the 
comparable license. Key attributes for evaluating similarity include the technology, the 
rights licensed (one patent or a portfolio), royalty type (running royalty or lump sum), 
and terms of the license (one product or many). When a license is found comparable and 
negotiated at arms length, it should be considered as evidence without regard to whether 
the terms are “manifestly unreasonable.” 

Thus, we respectfully suggest that Article 21 be amended to delete this 
prohibition and permit courts to consider all prior and comparable licensing fees and not 
exclude those deemed to be “manifestly unreasonable.”  

Conclusion 

The Sections appreciate the opportunity provided by the SPC to comment 
on its Consultation Draft. We would be pleased to respond to any questions the SPC may 
have regarding these comments, or to provide additional comments or information that 
may be of assistance to the SPC.   
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