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The views stated in this submission are presented only on behalf of
the Intellectual Property Law and International Law Sections of
the American Bar Association. These comments have not been
approved by the ABA House of Delegates or the ABA Board of
Governors, and therefore may not be construed as representing the
policy of the Association.
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The Sections of Intellectual Property Law and International Law of the American
Bar Association (ABA) (together, the Sections) welcome the opportunity to comment on the
Draft Amendments to China's Patent Law (Draft Amendments) issued by the State Intellectual
Property Office (SIPO).* The Sections' comments are based upon the experience and expertise of
its members who practice intellectual property law and competition law in the United States,
Canada, the European Union, and other jurisdictions around the world.
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The Sections' comments are limited to Articles 3, 14, 60, 64 and 82 of the Draft
Amendments, because of the fairly limited scope of the remainder of the Draft Amendments® and
in the interests of time given the deadline for the submission of comments.
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! The Sections' comments are based on an informal transation of the Draft Amendments, which is appended for
ease of reference.
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% In the case of proposed new Atrticle 80, based on the Explanatory Notes to the Draft Amendments (“ Explanatory

Notes’), the Sections understand that Article 80 is to be read in conjunction with new Article 79. Thus, we do not

provide any comment on the Article 80 grant of a “license of rights’ because it is only triggered if a patent holder

has given written notice, pursuant to Article 79, that it iswilling to permit any person to implement its patent.

fOXF TR RT LS 80 4, ARMBERFEIER (G TER ), AMITIAE 80 KRAIL GBI 79

RESO RO TE A, KL, AT 80 R THY “VFrIAl” AMEAIES, KA RAEFAARIES 79

SRi BB VAR S Z AR i@, 264 dEH .



Article3
S

Proposed Article 3 expands the role of the patent administrative department,
including local county offices, to allow SIPO to investigate and penalize patent infringement that
has a “significant impact” and to engage in “market supervision” work. The local county IPOs
likewise would be empowered to investigate and penalize patent infringement. It is unclear
whether the department may independently initiate such investigations.

LY 3P R T BB Ty N REBUF L RATEGE T TE N 1L AT BRI,
FEVFE R BUR R AL A H RN BARBUT NI NE “Hip g
TAF I RR P BUR FFEA PO B B AL ANRBUAT . X EEERT 152 75 ] DU A RiE it
Bl R

The proposed expanded role for the administrative department is larger than that
of any other patent agency known to the Sections. In contrast with patent agencies, courts have
established procedures for and experience in litigation and are better suited to make infringement
determinations. This particular expertise is why such complex determinations are universally
entrusted to the judiciary. China's courts now have three decades of patent adjudication
experience and have developed significant guidelines in several areas of patent law. SIPO and
the local IPOs lack substantial experience in patent adjudication. The Sections urge that the
responsibility of making infringement determinations and imposing remedies for infringement be
retained solely by China's courts, including the newly-established specialized Patent Courts, and
not be delegated to an administrative agency. The Sections respectfully suggest that SIPO follow
the pattern of other patent systems by entrusting such enforcement powers exclusively with
China’s courts, especially its Patent Courts.
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Article14
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Proposed new Article 14 provides that “[t]he exercise of patent rights shall abide
by the good faith principle, shall not harm public interests, shall not improperly exclude or
restrict competition, [and] shall not impede the advancement of technology.” The Explanatory
Notes indicate that the objective of Article 14 isto prevent the “abusive use of patent right.” The
Sections suggest that Article 14, as currently proposed, may lead to inconsistent results. The



Sections recommend that if such an article is added to the Patent Law, it be revised to significantly
narrow its focus to only on the abuse of patent rights —alegal concept derived from and defined in
competition law. The Sections suggest that Article 14 simply state that “the exercise of patent
rights under this law shall not derogate from the relevant provisions in the Anti-Monopoly Law
and its implementing regulations.” The State Administration for Industry and Commerce’'s new
Rules on Stopping the Abuse of Intellectual Property to Eliminate or Restrict Competitive
Conduct (“1P Abuse Rules’) address the topic of patent abuse in detail.” The Sections' suggested
revision of draft Article 14 would ensure that there is no conflict between the Patent Law and the
Anti-Monopoly Law, legitimate patents rights are not unintentionally undermined, and the
judiciary knows where to look for guidance on patent abuse.
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As to the remaining provisions of the proposed Article 14, that [t]he exercise of
patent rights shall abide by the good faith principle, shall not harm public interests,...[and] shall
not impede the advancement of technology,” the Sections respectfully suggest that the remaining
provisions are unsupported by sufficient guidance to ensure compliance with China's obligations
under the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS).
China is bound under TRIPS to have a TRIPS-compliant patent law. In particular, it does not
appear to the Sections that the remaining provisions are sufficiently defined to create the
assurance that they will satisfy TRIPS Article 30, which only allows for “limited exceptions to
the exclusive rights conferred by a patent, provided that such exceptions do not unreasonably
conflict with anormal exploitation of the patent and do not unreasonably prejudice the legitimate
interests of the patent owner, taking account of the legitimate interests of third parties.”
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® The IP Abuse Rules are the result of alengthy drafting process, during which many stakeholders provided input.
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“Shall abide by the good faith principle.” Patent rights are, fundamentally,
exclusionary rights’ and exceptions should be specifically identified in the law®. However, given
the broad and undefined language in draft Article 14, it does not appear to the Sections that there
is sufficient guidance to the judiciary to ensure that such a broad principle is applied in a
consistent manner in different cases. Without specific guidance, any refusal to license patent
rights might be considered as bad faith.
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“Shall not harm the public interest.” Article 5 of the Patent Law allows SIPO to
refrain from granting a patent for an invention that contravenes the moral order or is harmful to
public interests, and this is consistent with TRIPS and the laws of other countries. Consequently,
once a patent is granted, only limited restrictions should be placed on the exercise of those patent
rights as patent owners may invest significant resources to implement the patent. The proposed
“public interest” principle in draft Article 14 could be broadly applied to undermine patent rights
because of its lack of limiting parameters. The possibility that a patent, issued as consistent with
the public interest, might later become unenforceable under the undefined and broad provisions
of draft Article 14 would significantly and unreasonably prejudice legitimate interests of patent
owners. At a minimum, this Article 14 principle should be subject to and cross-reference the
substantive and procedural protections in Chapter V1 of the Patent Law that limit the availability
and use of compulsory licenses.
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Further, any provision that is added to the Patent Law such as draft Article 14
should be consistent with the following relevant WTO TRIPS principle that balances the public

" See, eg., PRC Patent Law Article 11 (identifying the rights granted in a patent).

8 WTO TRIPS, Article 30 provides that there may be “limited exceptions to the exclusive rights conferred by a
patent, provided that such exceptions do not unreasonably conflict with a normal exploitation of the patent and do
not unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate interests of
third parties.”
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interest and the exercise of patent rights: TRIPS Article 8(1) alows WTO members to “adopt
measures necessary to protect public health and nutrition, and to promote the public interest in
sectors of vital importance to their socio-economic and technological development, provided that
such measures are consistent with the provisions of this Agreement.” This WTO principle
suggests that the promotion of public interest in this context is limited to certain key industrial
sectors, while Article 14 is a provision of general application and would potentially provide a
“public interest” exception for any patent enforcement action in any sector of the economy.
Moreover, TRIPS Article 8 is subject to the limitations in Article 30 and other limitations in
TRIPS, while Article 14 lacks any limitations.
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“Shall not impede the advancement of technology.” This principle also has
insufficient definition to ensure it will not unreasonably interfere with the exercise of patent
rights or unreasonably prejudice a patent owner. If SIPO decidesto retain this principlein Article
14, the Sections suggest incorporating some of the limiting language of TRIPS Article 40 so that
it provides more guidance and is limited to the concept of preventing patent abuse that has the
effect of impeding the advancement of technology. The Sections also suggest that the phrase
“impede the advancement of technology” be more fully spelled out. Otherwise, the current
language of draft Article 14 is so broadly worded that it easily could be used for industrial policy
purposes, or as with the public interest and good faith provisions unreasonably interfere with the
exercise of patent rights or unreasonably prejudice a patent owner.
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In summary, as currently drafted, draft Article 14 is too broadly worded to
establish readily operable exceptions to the exercise of patent rights. It is important to establish
objective criteria that parties can use to determine ex ante whether their 1P-related conduct could
run afoul of the Patent Law. Draft Article 14 is vague and subjective in defining prohibited
conduct and if retained should be revised to include more concrete, objective criteria that may
provide predictability and transparency.
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Article60
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The Sections respectfully state that the power provided in the proposed
amendments to Article 60, to “confiscate or destroy the infringing products, the parts, tools,
modules or equipment that are used to manufacture the infringing products or implement the
infringing methods’, is a drastic remedy and not in accord with international norms. For
example, the United States has no such remedy for patent infringement.* The Sections
recommend that this remedy be deleted, or made available only in cases where the infringer has
failed to comply with an order to stop infringement. Even in such cases, it should be employed
only to the extent necessary to stop the infringement, recognizing that parts, tools, modules and
equipment may also be used to manufacture non-infringing products.
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The proposed amendments to Article 64 would implement a substantial expansion
of the powers of the patent administrative department. The Sections respectfully question
whether this expansion, as drafted, is advisable. The current version of Article 64 provided for
investigative powers related to suspected counterfeit patent cases, and included the power to seal
up or detain suspected counterfeits. The identification of counterfeitsis relatively straightforward
and can be done by simple examination of the products and the patents at issue. The amendments
to Article 64 would add patent infringement to the scope of Article 64, thus empowering the
patent administrative department to seal up or detain products suspected of patent infringement.
Patent infringement is much more difficult to ascertain than counterfeiting and is often a subtle
and hotly disputed issue. Making a determination of patent infringement typicaly involves
construing the patent, taking evidence from both sides of the dispute and evaluating expert
opinions. The Sections express concern that allowing products that are merely suspected of
patent infringement to be sealed up or detained at a preliminary stage of an investigation would
be unwarranted.

1 sych aremedy may be imposed in trademark infringement situations.
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The Sections commend the proposed amendment adding “products that willfully
infringed patent rights and disturbed market order” to Article 64, insofar as this proposed
amendment appears to limit the applicability of the remedies of Article 64. However, the
Sections note that it may be particularly difficult to determine at a preliminary stage of an
investigation whether an infringement was willful. Further, the phrase “ disturbed market order”
is vague and undefined, making it difficult to understand when the remedies of Article 64, as
amended, would be available.
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Proposed Article 82 addresses non-disclosure of standard essential patents by
patent holders engaged in standard setting activities in China. In light of the IP Abuse Rules that
address this situation in detail, the Sections urge SIPO to delete Article 82 from the fina
amendments. If an article is included addressing non-disclosure in standard setting, then the
Sections urge that it be consistent with the IP Abuse Rules and impose no additional
requirements.
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Moreover, in referring to failure to disclose standard essential patents during the
standard development process, draft Article 82 is at odds with the rules of at least some standards
development organizations (“SDOs’). Its adoption would undermine the functioning of SDOs,
thelir ability to adopt their own rules and the principle of voluntary participation. It may have the
practical effect of requiring any patent holder participating in standard development to permit
any implementer of the standard to use the patented technology, for several reasons. First, some



standards development organizations have no requirements to disclose patents. Second, during
the standard development process, it is unclear which patents may be standard essential. Third,
because the technology involved is often newly developed, there may be no patents or even
patent applications yet. A provision in the Patent Law that may be construed to impose
involuntary licensing commitments would significantly chill incentives to participate in
standards development. The Sections therefore respectfully suggest that if Article 82 is retained
it should be modified to provide that “A patent holder who during its participation in a national
standard-setting process does not comply with the standards development organization's patent
disclosure policy is deemed to permit the user who implements the standard to use the patented
technology unless the standards development organization’s patent disclosure policy provides
otherwise.”
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In al events, the Sections urge that the patent administration department should
not determine disputed royalty rates. The patent administration department is ill-equipped to be a
price regulator, and lacks procedures for hearing and cross-examining relevant evidence,
including expert testimony. The licensor and/or licensee should be able to use the court system to
set the royalty rate in the first instance.
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Conclusion
e

The Sections appreciate the opportunity provided by SIPO to comment on the
Draft Amendments. We would be pleased to respond to any questions SIPO may have regarding
these comments, or to provide additional comments or information that may be of assistance to
SIPO.
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Patent Law of the PRC
Proposed Revisions (April 2015)

Chapter | General Provisions

Article 1 This law is enacted for the purpose of protecting the legitimate rights and interests of
patentees, encouraging inventions, giving an impetus to the application of inventions, improving the
innovative capabilities, and promoting scientific and technological progress as well as the economic
and social development.

Article 2 The “inventions” as used in this Law means inventions, utility models and designs.

The term “invention” refers to any new technical solution relating to a product, a process or an
improvement thereof.

The term “utility model” refers to any new technical solution relating to a product's shape, structure,
or a combination thereof, which is fit for practical use.

The term “design” refers to any new design of a product's shape, pattern or a combination thereof, as
well as the combination of the color and the shape or pattern of a product, which creates an aesthetic
feeling and is fit for industrial application.

Article 3 The patent administrative department of the State Council shall be in charge for the
administration of the patent work throughout China, uniformly accept and examine applications for
patents, grant patents in accordance with the law, be responsible for works involving the market
supervision and management of patents, investigate and penalize patent infringement and counterfeit
conduct that have significant impact, be responsible for the construction of patent information public
service system, promote the dissemination and utilization of patent information, grant patent agent’s
qualification according to the law, review and approve patent representation agencies.

The patent administrative department of each of the county-level’s people's government , shall take
charge of the administration of patents within its own jurisdiction, engage in patent administrative
enforcements, investigate and penalize patent infringement and counterfeit conduct, provide patent
public services.

Article 4 Where the invention for which a patent is applied for relates to the security or other vital
interests of the State and is required to be kept confidential, the application shall be handled in
accordance with the relevant provisions of the State.

Article 5 No patent shall be granted for an invention that contravenes any law or social moral or that is
detrimental to public interests.

No patent will be granted for an invention based on genetic resources if the access or utilization of the
said genetic resources is in violation of any law or administrative regulation.

Article 6 An invention made by a person in the execution of the tasks of the entity shall be a service
invention. The right to apply for patenting a service invention shall remain with the entity. After the
application is approved, the entity shall be the patentee.

For any non-service invention, the right to apply for a patent shall remain with the inventor or
designer. After the application is approved, the inventor or designer shall be the patentee.

For an invention made by a person by taking advantage of the material and technical means of the
entity where he works, if there is a contract between the entity and the inventor or designer regarding
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Patent Law of the PRC
Proposed Revisions (April 2015)

the right to apply for patent and the ownership of the patent, the contractual stipulations shall prevail:
In the absence of stipulations, the right to apply a patent shall belong to the inventor or designer.
Article 7 No entity or individual shall prevent the inventor or designer from filing an application for
patenting a non service invention.

Article 8 For an invention made through the joint work of two or more entities or individuals, or made
by an entity or individual upon the authorization of another entity or individual, the right to apply for a
patent shall, unless it is otherwise agreed upon, remain with the entity or individual which made the
invention or with the entities or individuals which jointly made the invention. After the application is
approved, the entity (or entities) or individual(s) that filed the application shall be the patentee.
Article 9 One patent shall be granted to one invention. However, if a same applicant applied for both a
patent for utility model and a patent for invention on a same day, if the patent for the utility model it
has previously applied for has not terminated yet and if the applicant declares to waive the patent for
utility model, the patent for invention can be granted.

Where two or more applicants file applications for a patent for an identical invention, the patent shall
be granted to the applicant who is the first to file an application.

Article 10 The right to apply for a patent and the patent rights may be assigned.

Where a Chinese entity or individual is to assign the right to apply for a patent or a patent right to a
foreigner or foreign enterprise or any foreign organization, it or he shall go through the formalities
under relevant laws and administrative regulations.

Where the right to apply for a patent or a patent right is assigned, the parties concerned shall conclude
a written contract, and have the contract registered in the patent administrative department of the
State Council. The said contract shall be announced by the patent administrative department of the
State Council. The assignment of the right to apply for the patent or the patent right shall come into
force as of the date of registration.

Article 11 After the granting of patent for an invention or utility model, unless it is otherwise
prescribed by this Law, no entity or individual is entitled to, without permission of the patentee, exploit
the patent, that is, to make, use, promise the sale of, sell or import the patented product, or use the
patented process and use, promise the sale of, sell or import the product directly obtained from the
patented process, for production or business purposes.

After the granting of a patent for a design, no entity or individual shall, without permission of the
patentee, exploit the patent, that is to say, they shall not make, promise to sell, sell, or import the
product incorporating its or his patented design, for production and business purposes.

Article 12 Where an entity or individual exploits the patent of anyone else, it or he shall conclude a
licensing contract with the patentee and pay a patent royalty to the patentee. The licensee has no right
to license any entity or individual other than the entity or individual as stipulated in the licensing
contract to exploit the said patent.

Article 13 After the publication of an application for a patent for invention, the applicant may require
the entity or individual exploiting the invention to pay an appropriate fee.

Article 14 [Note: the original Article 14 is now Article 77 in the proposed revisions.] The
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implementation of patent rights shall abide to the good faith principles, shall not harm public interests,
shall not improperly exclude or restrict competition, shall not impede the advancement of technology.
Article 15 If there is any agreement between the joint owners of the right to apply for a patent or a
patent right regarding the exercise of the relevant right, the agreement shall be followed. If there is no
such agreement, any of the joint owners may exploit the patent independently or license others to
exploit the patent by means of ordinary license. In the case of licensing others to exploit the patent,
royalties charged shall be distributed among the joint owners.

Except for the circumstance as described in the preceding paragraph, the exercise of the right to apply
for a patent or a patent right shall be based on the consensus of all joint owners.

Article 16 After a service invention is granted, the entity to whom a patent is granted shall give to the
inventor or designer of the service invention a reward and shall, after exploitation of the patented
invention, the entity shall pay the inventor or designer a reasonable remuneration on the basis of the
scope of popularization and application as well as the economic benefits yielded.

Pursuant to Article 6(4) of this law, where the entity and the inventor or designer stipulates that the
right to apply a patent belongs to the entity, the entity shall give the inventor or designer a reward or
remuneration pursuant to the preceding paragraph.

Article 17 An inventor or designer has the right to expressly indicate in the patent documents that he is
the inventor or designer.

A patentee has the right to label the patent on its patented product or on the package of the said
product.

Article 18 Where any foreigner, foreign enterprise or other foreign organization that has no habitual
residence or business office in China files an application for a patent in China, the application shall be
treated under this Law in accordance with the agreement, if any, concluded between the country to
which the applicant belongs and China, or in accordance with any international treaty to which both
countries are a party, or on the basis of the principle of reciprocity.

Article 19 Where a foreigner, foreign enterprise or any other foreign organization that has no habitual
abode or business office in China intends to apply for a patent or handle other patent-related matters
in China, he or it shall authorize a legitimately formed patent agency in accordance with the regulations
to act on his or its behalf.

To apply for a patent or handle other patent-related matters in China, a Chinese entity or individual
may authorize a legitimately formed patent agency to act on its or his behalf.

A patent agent and patent agency shall abide by the laws and administrative regulations when filing
applications for patents or handling other patent affairs as entrusted by the principal. It shall also be
obligated to keep confidential the contents of the principal's invention, unless the application for
patent has been published or announced. The specific measures for the administration of patent
agents and patent agencies shall be formulated by the State Council.

Article 20 Where an entity or individual intends to file an application in a foreign country for patenting
an invention or utility model accomplished in China, it or he shall report in advance to the patent
administrative department of the State Council for confidentiality review. The provisions of the State
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Council shall be followed in regard to the procedures and time limit for the confidentiality review.

A Chinese entity or individual may, in accordance with the relevant international treaties acceded to by
the People's Republic of China, file an international application and received related protections. An
applicant who files an international application shall abide by the provisions of the preceding
paragraph.

The patent administrative department of the State Council shall handle international applications in
accordance with the relevant international treaties acceded to by the People's Republic of China, this
Law, and the relevant provisions of the State Council.

As to an invention or utility model for which a patent application is filed in a foreign country by
violating the provision of paragraph 1 of this Article, no patent will be granted to it if a patent
application has been filed in China.

Article 21 The patent administrative department of the State Council and the Board of Patent Appeals
and Interferences shall, pursuant to the requirements of objectivity, impartiality, accuracy and
timeliness, handle the relevant patent applications and appeals.

The patent administrative department of the State Council shall completely, accurately and timely
announce the patent information and regularly publish patent gazettes, provide the basic data of
patent information.

Before an application for patent is published or announced, the functionaries and other relevant
persons of the patent administrative department of the State Council shall keep confidential the
contents therein.

Chapter Il Conditions for Granting Patents

Article 22 An invention or utility model for which a patent is to be granted shall be novel, inventive and
practically applicable.

Novelty means that the invention or utility model is not an existing technology, and prior to the date of
application, no entity or individual has filed an application heretofore with the patent administrative
department of the State Council for the identical invention or utility model and recorded it in the
patent application documents or patent documents released after the said date of application.
Inventiveness means that, as compared with the technology existing before the date of application the
invention has prominent substantive features and represents a notable progress and that the utility
model has substantive features and represents progress.

Practical applicability means that the invention or utility model can be made or used and can produce
effective results.

The term “existing technology” as mentioned in this Law refers to the technologies known to the
general public both at home and abroad prior to the date of application.

Article 23 Any design for which a patent is granted shall not be attributed to the existing design, and no
entity or individual has, before the date of application, filed an application with the patent
administrative department of the State Council on the identical design and recorded it in the patent
documents published after the date of application.
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As compared with the existing design or combination of the existing design features, the design for
which a patent is granted shall have distinctive features.

The patented design may not conflict with the lawful rights that have been obtained by any other
person prior to the date of application.

The term “existing design” as used in this Law refers to a design known to the general public both at
home and abroad prior to the date of application.

Article 24 An invention for which a patent is applied for does not lose its novelty where, within six
months before the date of application, one of the following events occurred:

(1) where it was first exhibited at an international exhibition sponsored or recognized by the Chinese
Government;

(2) where it was first made public at a prescribed academic or technological meeting;

(3) where it was disclosed by any person without the consent of the applicant.

Article 25 For any of the following, no patent right shall be granted:

(1) scientific discoveries;

(2) rules and methods for mental activities;

(3) methods for the diagnosis or for the treatment of diseases, except for those concerning farm
animals;

(4) animal and plant varieties;

(5) substances obtained by means of nuclear transformation; and

(6) the design, which is used primarily for the identification of pattern, color or the combination of the
two on printed flat works.

For processes used in producing products referred to in items (4) of the preceding paragraph, a patent
may be granted in accordance with the provisions of this Law.

Chapter lll Application for Patents

Article 26 Where an application for a patent for invention or utility model is filed, a request, a
description and its abstract, and claims shall be submitted.

An application shall expressly specify the name of the invention or utility model, name of the inventor,
name and address of the applicant, and other matters.

The description shall clearly and completely describe the invention or utility model so as to enable a
person skilled in the relevant field of technology to carry it out; where necessary, drawings are
required. The abstract shall state briefly the main technical points of the invention or utility model.
The claims shall clearly and concisely state the requested patent protection scope in accordance with
the specifications.

For an invention based on genetic resources, the applicant shall state the direct source and the original
source of the genetic resources in the application documents. If the applicant is not able to state the
original source, it or he shall state the reasons.

Article 27 To apply for patenting a design, the applicant shall submit an application, pictures or photos
of the design, a brief introduction to the design, and other documents.
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The relevant pictures or photos submitted by the applicant shall clearly show the product's design for
which the patent protection is requested.

Article 28 The date on which the patent administrative department of the State Council receives the
application shall be the date of application. If the application is sent by mail, the date of mailing
indicated by the postmark shall be the date of application.

Article 29 Where, within twelve months from the date on which any applicant first filed in a foreign
country an application for patenting an invention or utility model, or within six months from the date
on which any applicant first filed in a foreign country an application for patenting a design, he or it files
in China an application for patenting the same, he or it may, in accordance with any agreement
concluded between the said foreign country and China, or in accordance with any international treaty
to which both countries are a party, or on the basis of the principle of mutual recognition of the right
to priority, enjoy the right to priority.

Where, within twelve months from the date on which any applicant first filed in China an application
for patenting an invention or utility model, he or it files with the patent administrative department of
the State Council an application for patenting the same, he or it may enjoy the right to priority.

Article 30 Any applicant who claims the right to priority shall make a written declaration in accordance
with the regulations, and submit a copy of the patent application document which was first filed; if the
applicant fails to make the written declaration or to submit the patent application document in
accordance with the regulations, the claim to the right to priority shall be deemed as having not been
made.

Article 31 An application for a patent for invention or utility model shall be limited to one invention or
utility model. Two or more inventions or utility models attributed to a single general inventive concept
may be filed as one application.

An application for a design patent shall be limited to one design. As to two or more similar designs for
the same product or for products which fall into the same class and are sold or used in sets, an
application for one design may be filed.

Article 32 An applicant may withdraw his or its application for a patent at any time before the patent
right is granted.

Article 33 An applicant may make modifications to his or its application for a patent, but the
modifications to the application for a patent for invention or utility model may not go beyond the
scope of the disclosure contained in the initial description and claims, and the modifications to the
application for a patent for design may not go beyond the scope of the disclosure as shown in the
initial drawings or photographs.

Chapter IV Examination and Approval of Patent Applications

Article 34 Where, after having received an application for patenting an invention, the patent
administrative department of the State Council finds, upon preliminary examination, that the
application is in conformity with the requirements of this Law, it shall publish the application promptly
after the lapse of eighteen full months from the date of application. Upon the request of the applicant,
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the patent administrative department of the State Council may publish the application earlier.

Article 35 Upon the request of the invention patent applicant made at any time within three years
from the date of application, the patent administrative department of the State Council will make a
substantive examination on the application. If, without any justifiable reason, the applicant fails to
request a substantive examination within the limit, the application shall be deemed to have been
withdrawn.

The patent administrative department of the State Council may, on its own initiative, make a
substantive examination on the application for a patent for invention when it deems it necessary.
Article 36 When the invention patent applicant requests a substantive examination, he or it shall
furnish the reference materials of the invention that existed prior to the date of application.

Where an invention patent applicant has filed in a foreign country an application for a patent for the
same invention, the patent administrative department of the State Council may require the applicant
to submit within the specified time limit references retrieved for the purpose of examining that
application, or the references of the examination result, in that country. If, without any justifiable
reason, the said materials are not submitted within the specified time limit, the application shall be
deemed to have been withdrawn.

Article 37 Where the patent administrative department of the State Council, after it has made the
substantive examination on an invention patent application, finds that the application conforms to the
provisions of this Law, it shall notify the applicant, requiring him or it to make a statement or revise the
application within a specified time limit. If he or it fails to make a response without any justifiable
reason, the application shall be deemed to have been withdrawn.

Article 38 Where, after the applicant has made a statement or revisions, the patent administrative
department of the State Council finds that the invention patent application still does not conform to
the provisions of this Law, the application shall be rejected.

Article 39 Where it is found after a substantive examination that there is no reason to reject the patent
invention application, the patent administrative department of the State Council shall make a decision
to grant a patent for the invention, issue an invention patent certificate, and register and announce it.
The patent right for invention shall become effective as of the date of announcement.

Article 40 Where it is found after the preliminary examination that there is no reason to reject the
application for patenting a utility model or design, the patent administrative department of the State
Council shall make a decision to grant a patent for the utility model or design, issue the relevant patent
certificate, and register and announce it. The patent right for utility model or design shall become
effective as of the date of announcement.

Article 41 The patent administrative department of the State Council shall form a Patent Re-
examination Board. If any patent applicant is dissatisfied with the decision of the patent administrative
department of the State Council on rejecting the application, it/he may, within three months as of
receipt of the notification, appeal to the Patent Re-examination Board for review. The Patent
Reexamination Board examines the request for review, when necessary, may examine whether the
patent application is in compliance with other provisions set forth under this Law. The Patent Re-
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examination Board shall, after the review, make a decision and notify the patent applicant.

Where a patent applicant is dissatisfied with the review decision of the Patent Re-examination Board,
it/he may, within three months as of receipt of the notification, bring a lawsuit with the people's court.
Chapter V Duration, Termination and Invalidation of Patents

Article 42 The duration of an invention patent shall be twenty years, the duration of the patent for a
utility model shall be ten years, the duration of the patent for design shall be fifteen years, counted
from the date of application.

Article 43 A patentee shall pay an annual fee beginning with the year in which the patent is granted.
Article 44 In any of the following cases, the patent shall be terminated before the expiration of its
duration:

(1) an annual fee is not paid under relevant provisions;

(2) the patentee waives his or its patent by a written declaration.

Any patent which is terminated prior to the expiration of its duration shall be registered and
announced by the patent administrative department of the State Council.

Article 45 Where, as of the announcement of the granting of the patent by the patent administrative
department of the State Council, any entity or individual considers that the granting of the said patent
does not conform to the relevant provisions of this Law, it or he may request the Board of Patent
Appeals and Interferences to invalidate the patent right.

Article 46 The Patent Re-examination Board shall timely examine the request for invalidating a patent,
when necessary, may examine whether the patent application is in compliance with other provisions
set forth under this Law, make a decision and notify the petitioner and the patentee.

The decision on invalidating or upholding the patent right shall be registered and announced promptly
by the patent administrative department of the State Council.

Where any party is dissatisfied with the decision of the Patent Re-examination Board on declaring a
patent invalid or maintaining a patent, such party may, within three months as of receipt of the
notification, bring a lawsuit to the people's court. The people's court shall notify the opposite party in
the procedures for requesting invalidation that it or he should participate in the litigation as a third
party.

Article 47 Any patent right that has been invalidated shall be deemed to be non-existent from the very
beginning.

The decision on invalidating a patent shall, prior to the invalidation of the patent, have no retroactive
effect on any judgment or mediation document on patent infringement which has been made and
enforced by the people's court, on any implemented or compulsorily enforced decision concerning the
settlement of a dispute over patent infringement, penalty decision, or on any performed contract for
licensing a patent exploitation or for assignment of patent right. However, the patentee shall
compensate for the damages it or he has maliciously caused to others.

Where, in accordance with the provisions of the preceding paragraph, the fact that no patent
infringement compensation, no royalty for the exploitation of the patent or no patent assignment fee
is refunded is obviously contrary to the principle of fairness, it shall be totally or partially refunded.
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Chapter VI Compulsory License for Exploitation of Patents

Article 48 Under any of the following circumstances, the patent administrative department of the State
Council may, upon the application of an eligible entity or individual, grant it or him a compulsory
license to exploit the patent for an invention or utility model:

(1) The patentee, after the lapse of 3 full years from the date when patent is granted and after the
lapse of 4 full years from the date when a patent application is filed, fails to exploit or to fully exploit its
or his patent without any justifiable reason; or

(2) The patentee's act of exercising the patent rights is determined as a monopolizing act and it is to
eliminate or reduce the adverse consequences of the said act on competition.

Article 49 Where a national emergency or any extraordinary state of affairs occurs, or where the public
interest so requires, the patent administrative department of the State Council may grant a compulsory
license to exploit the patent for an invention or utility model.

Article 50 For the purpose of public health, the patent administrative department of the State Council
may grant a compulsory license for a patented medicine so as to produce and export it to the country
or region which conforms to the provisions of the relevant international treaty to which the People's
Republic of China has acceded.

Article 51 Where an invention or utility model for which the patent was granted has seen any major
technical progress of prominent economic significance when compared with another invention or
utility model for which the patent has been granted earlier, and the exploitation of the later invention
or utility model depends on the exploitation of the earlier one, the patent administrative department
of the State Council may, upon the request of the later patentee, grant a compulsory license to exploit
the earlier invention or utility model.

Where, according to the preceding paragraph, a compulsory license is granted, the patent
administrative department of the State Council may, upon the request of the earlier patentee, also
grant a compulsory license to exploit the later invention or utility model.

Article 52 Where the invention involved in the compulsory license is a semi-conductor technology, the
exploitation of the compulsory license shall be limited only to public interests and the circumstance as
described in Article 48 (2) of this Law.

Article 53 Besides the circumstances as described in Article 48 (2) and Article 50 of this Law in which a
compulsory license is granted, the exploitation of a compulsory license shall be implemented primarily
for supplying the domestic market.

Article 54 The entity or individual requesting, in accordance with the provisions of Article 48 (1) and
Article 51 of this Law, a compulsory license for exploitation shall prove that it or he has not been able
to conclude with the patentee a license contract for exploitation on reasonable terms within a
reasonable timeframe.

Article 55 Where the patent administrative department of the State Council decides to grant a
compulsory license for exploitation, it shall notify the patentee in time, and register it and make an
announcement.
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A decision on granting a compulsory license for exploitation shall, on the basis of the reasons for
compulsory license, specify the scope and time of exploitation. When the reasons for compulsory
license have been eliminated and will no longer occur, the patent administrative department of the
State Council shall, upon request of the patentee, make a decision after examination on terminating
the compulsory license.

Article 56 Any entity or individual who is granted a compulsory license for exploitation shall not have
exclusive right to exploit the patent and shall not have the right to authorize anyone else to exploit the
patent.

Article 57 The entity or individual that is granted a compulsory license for exploitation shall pay to the
patentee a reasonable royalty or deal with the royalty issue under the relevant international treaties to
which the People's Republic of China has acceded. If a royalty is to be paid, the amount of the royalty
shall be decided by both parties upon negotiation. If the parties fail to reach an agreement, the issue
shall be settled by the patent administrative department of the State Council.

Article 58 Where a patentee is dissatisfied with the decision of the patent administrative department
of the State Council on granting a compulsory license for exploitation, or where a patentee, or an entity
or individual to whom the compulsory license for exploitation is granted is dissatisfied with the ruling
of the patent administrative department of the State Council on the royalties payable for compulsorily
licensed exploitation, he or it may, within three months as of receipt of the notification, bring a lawsuit
to the people's court.

Chapter VIl Protection of Patent Rights

Article 59 The scope of protection of the patent right for an invention or utility model shall be
determined by the terms of the claims. The description and the appended drawings may be used to
interpret the claims.

The scope of protection of the patent right for design shall be determined by the product incorporating
the patented design as shown in the drawings or photographs.

Article 60 In the event that a dispute arises out of any exploitation of a patent without permission of
the patentee, that is, the infringement upon a patent right, the parties shall settle the dispute through
negotiations. If they are not willing to negotiate or fail to reach an agreement through negotiations,
the patentee or any interested party may either bring a lawsuit with the people's court, or request the
patent administrative department, for settlement. If the patent administrative department ascertains
at the time of settlement that infringement exists, it may order the infringer to immediately stop the
infringement act, it may confiscate or destroy the infringing products, the parts, tools, modules or
equipment that are used to manufacture the infringing products or implement the infringing methods.
The party dissatisfied may, within 15 days as of receipt of the notification, bring a lawsuit with the
people's court in accordance with the Administrative Procedural Law of the People's Republic of China.
If the infringer neither brings a lawsuit within the time limit nor stops the infringement act, the patent
administrative department may apply to the people's court for compulsory enforcement. The patent
administrative department that settles the dispute may, upon request of the parties may hold a
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mediation regarding the compensation amount for infringement upon the patent right. If no
agreement is reached through mediation, either party may bring a lawsuit with the people's court in
accordance with the “Civil Procedural Law of the People's Republic of China. The mediation agreement
reached by the parties is validated by the people’s court, when one party refuses to fulfill or fails to
fully fulfill [the agreement], the other party may apply to the people’s court to enforce [the
agreement].

For conduct of willful infringement of patent right which allegedly disrupt market order, such as group
infringement and repetitive infringement, the patent administration department shall investigate and
penalize in accordance with the law; where the patent administration department finds that the willful
infringement is established and [the conduct] disrupts the market order, it may order the infringer to
immediately stop the infringement, confiscate or destroy the infringing products, the parts, tools,
modules or equipment that are used to manufacture the infringing products or implement the
infringing methods. For illegal business turnover of more than 50,000 yuan, [the patent administrative
department] shall impose a fine of more than one time and less than five times of the amount of illegal
business turnover; for zero illegal business turnover or illegal business turnover of 50,000 yuan or less,
[the patent administrative department] shall impose a fine of 250,000 yuan or less.

Where the review or process of a patent infringement dispute is suspended due to a request to
invalidate the patent, after the announcement of the decision on invalidating or upholding the patent
right, the people’s court and the patent administrative department shall promptly review or process
[the dispute].

Article 61 Where any dispute over patent infringement involves a patent for invention for the
manufacturing process of a new product, the entity or individual manufacturing the identical product
shall provide proof on the difference of its own process used in the manufacture of its product from
the patented process.

Where any dispute over patent infringement involves a patent for utility model or design, except for
the circumstances in which an immediate review or process is required, the people's court or the
patent administrative department shall require the patentee or the interested parties to present a
patent assessment report issued by the patent administrative department of the State Council, after
the retrieval, analysis and assessment of the pertinent utility model or design, as a proof for trying and
settling the dispute over patent infringement.

Once the people’s court concluded that an infringing conduct has been established, in order to
determine the amount for compensation, under the circumstances in which the right holder has used
its best efforts to present evidence, and the related account books or materials are mainly in control by
the accused infringer, [the court] may order the accused infringer to provide account books and
materials relating to the infringing conduct; if the accused infringer does not provide or provides false
account books or materials, the people’s court may refer to the right holder’s claims and evidence to
rule on the amount of compensation.

Article 62 In a dispute over patent infringement, if the accused infringer has evidence to prove that the
technology or design it or he exploits is an existing technology or design, no patent infringement is
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constituted.

Article 63 Whoever counterfeits the patent of anyone else shall, in addition to bearing civil liabilities in
accordance with the law, be ordered by the patent administrative department to make a correction
and be announced by the patent administrative department. For illegal business turnover of more than
50,000 yuan, [the patent administrative department] shall impose a fine of more than one time and
less than five times of the amount of illegal business turnover; for zero illegal business turnover or
illegal business turnover of 50,000 yuan or less, [the patent administrative department] shall impose a
fine of 250,000 yuan or less. If any crime is constituted, it or he shall be subject to criminal liabilities
according to law.

Article 64 When the patent administrative department investigates into and deals with a suspected
patent infringement conduct or counterfeit patent case on the basis of the evidence it has already
gathered, it may query the relevant parties so as to find the information relevant to the suspected
violation, may conduct an on-site inspection over the site of party suspected of having committed the
violation, may consult and copy the contracts, invoices, account books and other materials relating to
the suspected violation, may check the products relating to the suspected violation, and may seal up or
detain the products that willfully infringed patent rights and disturbed market order, or counterfeit
patented products as proved by evidence.

When the patent administrative department exercises the functions as prescribed in the preceding
paragraph according to law, the parties shall assist and cooperate with it and shall not reject or hamper
it. Where the parties refuse or hamper the patent administrative department to carry out its duties,
the patent administrative department may issue warnings; where the conduct constituted a violation
of the security administration, the public security will impose security administration penalty in
accordance with the law; where [the conduct] constituted crime, [the party] shall be responsible for
criminal liabilities in accordance with the law.

Article 65 The amount of compensation for a patent infringement shall be determined on the basis of
the actual losses incurred to the patentee as a result of the infringement. If it is difficult to determine
the actual losses, the actual losses may be determined on the basis of the gains which the infringer has
obtained from the infringement. If it is difficult to determine the losses incurred to the patentee or the
gains obtained by the infringer, the amount shall be reasonably determined by reference to the
multiple of the royalties for this patent. In addition, the compensation shall include the reasonable
expenses that the patentee has paid for stopping the infringement.

If it is difficult to determine the losses incurred to the patentee, the gains obtained by the infringer as
well as the royalty obtained for the patent, the people's court may, by taking into account such factors
as the type of patent, nature and particulars of the infringement, etc., decide a compensation in the
sum of not less than 10, 000 yuan but not more than 1 million yuan.

For willful patent infringement conduct, based on factors including circumstances, scale, consequences
of damages, the people’s court shall raise the amount of compensation to two to three times , based
on the amount of compensation determined by the two preceding paragraphs.

Article 66 Where a patentee or interested party has evidence to prove that someone else is
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committing or is going to commit an infringement upon the patent right, and its (his) lawful rights and
interests will be damaged and are difficult to be remedied if the said infringement is not stopped in
time, it or he may, prior to initiating a lawsuit, apply to the people's court for taking such measures as
ordering the stop of the relevant act.

When an applicant files an application, it shall provide a guarantee. If it or he fails to do so, the
application shall be rejected.

The people's court shall make a ruling within 48 hours as of its acceptance of an application. If it is
necessary to extend the time limit in a special circumstance, the time limit may be extended for up to
48 hours. If a ruling is made to stop the relevant act, it shall be executed immediately. If any party
refuses to accept the ruling, it (he) may apply for one review. The execution of the ruling is not
suspended during the process of review.

If the applicant fails to lodge a lawsuit within 15 days after it takes such measures as ordering the stop
of the relevant act, the people's court shall lift the said measure.

Where there are errors in an application, the applicant shall compensate the party against whom an
application is filed for the losses caused by the stop of the relevant act.

Article 67 To stop a patent infringement, the patentee or any interested party may apply to the
people's court for preserving the evidence when such evidence is likely to be destroyed and hard to be
obtained again.

The people's court may order the applicant to provide a guarantee for the preservation. If the applicant
fails to do so, its or his application shall be rejected.

The people's court shall make a ruling within 48 hours after it accepts an application. If it makes a
ruling on preserving the evidence, the ruling shall be executed immediately.

If the applicant fails to initiate a lawsuit within 15 days after the people's court has taken the measure
of preserving the evidence, the people's court shall terminate the said measure.

Article 68 The statute of limitation on an action against an infringement upon a patent right shall be
two years counted from the date on which the patentee or any interested party knows about or should
have known about the infringing act.

Where anyone uses an invention after the application for a patent for this invention is published but
before the patent right is granted without paying adequate royalties, the statute of limitations for the
patentee to claim payment of such royalties shall be two years, commencing from the date when the
patentee knows or ought to know that his invention is used by some else. However, if the patentee has
known or ought to have known about this fact prior to the date when the patent right is granted, the
statute of limitations shall commence from the date when the patent right is granted.

Article 69 None of the following circumstances shall be deemed an infringement upon a patent right:
(1) using, promising to sell, selling or importing any patented product or product directly obtained
under the patented process after the said product is sold by the patentee or by its (his) licensed entity
or individual;

(2)having made identical product or having used the identical process or having made necessary
preparations for making such a product or using such a process prior to the date of application, and
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continuing making such product or using such a process only within the original scope;

(3) for any foreign means of transport which temporarily passes through the territory, territorial waters
or territorial airspace of China, its using the relevant patents in accordance with any agreement
concluded between China and that country to which the foreign means of transport belongs, or in
accordance with any international treaty to which both countries have acceded, or on the basis of the
principle of reciprocity, for its own needs, in its devices and installations;

(4) using relevant patents solely for the purposes of scientific research and experiment; and

(5) producing, using or importing patented medicine or patented medicinal equipment for the purpose
of providing the information as required for administrative examination and approval, and producing
and importing the patented medicine or patented medicinal equipment exclusively for the said
purpose.

Article 70 Whoever uses or sells a patented product without knowing that the product was produced
and sold without permission of the patentee or a product directly obtained from a patented process
for the purpose of production and business operation is not required to bear the liabilities for
compensation provided that it or he can prove that the product is obtained from a legal source.

Article 71 [new addition] Where the Internet service provider know or should have known that the
Internet user infringes patent right by utilizing the Internet services provided, but failed to adopt
necessary measures to stop, such as deleting, blocking or disconnecting the link to the infringing
products, [the Internet provider] shall be jointly and severally liable with the network users.

Where the patent right holder or the interested party have evidence to prove that the Internet user
utilized the Internet service to infringe its patent rights, [it] may inform the Internet service to adopt
necessary measures as described in the preceding paragraph to stop [the infringement]. Where the
Internet service provider fails to adopt necessary measures upon valid and effective notice, [it] shall be
jointly and severally liable with the network users for the expanded portion of damages.

Article 72 [new addition] In the absence of the State Council’s permission, entities and individuals are
prohibited to engage in the practice patent representation. The patent administrative department shall
order the [entities or individuals] who violate this rule to cease the illegal conduct, confiscate illegal
gains, and may impose a fine.

Article 73 Whoever, in violation of the provisions of Article 20 of this Law, files in a foreign country an
application for a patent, if it or he has divulged any state secret, he shall be subject to an administrative
sanction by the entity where he works or by the competent authority at the higher level. If any crime is
constituted, he shall be subject to the criminal liabilities.

[Deleted]

Article 74 No patent administrative department shall participate in the business activities such as
recommending patented products to the public.

Where a patent administrative department violates the provisions of the preceding paragraph, it shall
be ordered by its superior organ or its supervision organ to make a correction and eradicate theill
effects. The illegal proceeds, if any, shall be confiscated. If the circumstance is serious, the directly
liable person-in-charge and other directly liable persons shall be subject to an administrative sanction
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in accordance with the law.

Article 75 Where any staff member of a state organ for patent administration or of any other relevant
state organ neglects his duties, abuses his powers, practices favoritism for himself or his relative, if any
crime is constituted, he shall be subject to criminal liabilities according to law. If no crime is
constituted, he shall be given an administrative sanction according to law.

Chapter VIIl The Implementation and Use of Patents

Article 76 [new addition] Patent administrative departments of all levels shall promote the
implementation and use of patents, encourage and regulate patent information market services and
patent operation activities.

Article 77 [originally Article 14] Where any patent for invention owned by a state-owned enterprise or
public institution is of great significance to the interests of the state or to the public interests, the
relevant competent department of the State Council and the people's government of the province,
autonomous region, or municipality directly under the Central Government may, upon approval of the
State Council, decide to popularize and apply the patent within the approved scope, and allow
designated entities to exploit the patent; and the exploiting entity shall, in accordance with the legal
provisions of the state, pay royalties to the patentee.

Article 78 [new addition] After a reasonable period of time after the national research and
development institutions or universities obtained a patent through service invention, if neither self-
implemented nor make the necessary preparations for implementation, nor transferred and licensed
to others to implement, without changing the ownership of the patent, the inventor or designer may
negotiate with his or her entity to self-implement or permit others to exploit the patent, and enjoy the
corresponding rights and interests in accordance with the agreement.

Article 79 [new addition] Where patentee declares in writing to the patent administration department
under the State Council that it is willing to permit any person to implement its patent, and specify the
licensing fees, it shall be announced by the patent administration department under the State Council,
and execute a license of rights.

Where license of rights is proposed for utility models or design patents, [the party] shall provide patent
evaluation report.

The patent owner shall submit a withdrawal of the declaration of license of rights in writing to the
patent administration department under the State Council, and the patent administration department
shall make an announcement. The licensees prior to the withdrawal of the announcement will not be
affected by the withdrawal.

Article 80 [new addition] Any party who wishes to implement the license of rights shall notify the
patent holder in writing and make license fee payment.

During the period of licensing of license of rights, the patent holder shall not grant exclusive license or
file for an injunction.

Article 81 [new addition] Where disputes arises between the parties with regard to the license of
rights, the patent administration department under the State Council shall adjudicate. The party who is
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dissatisfied with the ruling may bring a lawsuit with the people’s court within fifteen days of receipt of
the notice of decision.

Article 82 [new addition] Patent holder who does not disclose its standard essential patents during its
participation in the national standard-setting process is deemed to permit the user who implements
the standard to use the patented technology. License fees shall be negotiated by the parties, if the
parties are not able to reach an agreement, the patent administration department of the local people’s
government shall adjudicate. If the party is dissatisfied with the ruling, the party may appeal to the
people’s court within three months from the date of receipt of the notice.

Article 83 [new addition] For pledged patent, the pledgor and the pledgee shall jointly register for
patent pledge registration with the patent administrative department under the State Council, the
effective date of the pledge starts with the date of registration.

During the pledge period, if the value of the patent is significantly decreased, the pledgee may request
the pledgor to provide separate or increased guarantee; where the pledgor does not provide separate
guarantee, the pledgee may dispose of the pledged patents.

Chapter VIIl Supplementary Provisions

Article 84 To apply for a patent or going through other formalities with the patent administrative
department of the State Council, the applicant shall pay the prescribed fees.

Article 85 [new addition] The Patent Agent Association is a legally established social organization, it is
a self-discipline organization of the patent agency profession, it receives guidance and supervision from
the patent administration department under the of the State Council.

Patent agents and patent agencies shall join Patent Agent Association. Patent Agent Association
disciplines members who violates the professional self-discipline rules.

Article 86 This Law shall enter into force on April 1, 1985.
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