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China National Intellectual Property
Administration

No. 6, Xitucheng Lu

Jimengiao Haidian District

Beijing, People’s Republic of China
100088

Via Email: tiaofasi@cnipa.gov.cn

Re: Draft Amendments to the Patent Examination Guidelines (Second Batch of
Draft for Solicitation of Comments)(10 November 2020)

Dear China National Intellectual Property Administration:

The Intellectual Property Owners Association (IPO) appreciates the
opportunity to respond to the request for comments on Draft Amendments to the
Patent Examination Guidelines (Second Batch of Draft for Solicitation of
Comments) (“Draft Amendment”) published on 10 November 2020.

IPO is an international trade association representing companies and
individuals in all industries and fields of technology who own, or are interested
in, intellectual property rights. IPO’s membership includes 175 companies and
close to 12,000 individuals who are involved in the association either through
their companies or as inventor, author, law firm, or attorney members. IPO
membership spans over 30 countries.

IPO advocates for effective and affordable IP ownership rights and offers
a wide array of services, including supporting member interests relating to
legislative and international issues; analyzing current IP issues; providing
information and educational services; and disseminating information to the
public on the importance of IP rights.

IPO appreciates that the Draft Amendment aims to address the increasing
demand for examination rules brought by the rapid development of China’s
economy and technology, and to improve the quality and efficiency of patent
examination. We welcome the detailed attention given to practical considerations
regarding patent examination, and hope that our comments below will be helpful
during the process of finalizing the Draft Amendment.
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General Comment

IPO recognizes the extensive efforts undertaken by the China National Intellectual
Property Administration (“CNIPA”) in the Draft Amendment to streamline processes and
reduce formality requirements. This a positive development towards increasing efficiency
of patent examination, particularly in view of the significant increase in patent filings in
China.

We noticed that, at the same time, some case examples have been removed in this
Draft Amendment. IPO believes that illustrative examples serve an important purpose in
providing clarity to patent examiners and guiding applicants to enable higher quality
application (and claim) drafting. Thus, IPO favors the inclusion of illustrative examples in
examination guidelines where applicable.

In regard to patentability of computer programs (such as in “Chapter 9, Part II, 2
Examination Criteria of Invention Applications Relating to Computer Programs”), IPO has
reservations about the Patent Examination Guidelines making seemingly substantive
changes in the requirements for determining whether applications contain appropriate
subject matter for patent protection. Such determinations are, in essence, policy positions,
and IPO believes such substantive changes should only be made if they are coherently
reflective of higher-order changes to the laws or regulations, such as the draft
Implementation Regulations of the Patent Law of China (“Draft Implementing
Regulations”) published for comment on November 27, 2020. In particular, we note that
the Draft Implementing Regulations do not propose to reflect such substantive changes and,
thus, we do not believe it should occur in the draft Patent Amendment Guidelines.

Chapter 2, Part |1, Section 3.2.1, Support in the Specification

Support for the Claims

IPO notes that Section 3.2.1 provides that the Examiner shall raise an objection of
lack of support on the ground of Article 26. We believe it would be beneficial to require
that an Examiner state their reasoning for why there is a lack of support in the
description. This would provide for a fully developed record of the objection. Also, this
would allow the applicant to fully understand the reasons for the objection and thus properly
respond to the objection raised. To this end, we would recommend the following addition
to section 3.2.1:

If the generalization of a claim is such that the person skilled in the art has
sufficient reasons to doubt that one or more specific terms or options
included in the generic terms or parallel options cannot solve the technical
problem aimed to be solved by the invention or utility model and achieve
the same technical effects, then it shall be taken that the claim is not
supported by the description. In these cases, the examiner shall raise an
objection of, and provide the reasons for, lack of support on the ground of
Article 26. 4 and invite the applicant to amend the claim.

Page 2
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Functional Claiming

Defining an invention functionally rather than structurally requires establishment of
clear parameters through which functional claims can be interpreted. Such interpretation is
accomplished by setting forth in the specification an adequate disclosure showing what was
meant by that functional language. Otherwise, the functional language is overly broad and
ambiguous resulting in an imbalance between the patent cost (scope of disclosure) and the
patent reward (scope of claims).

A concern with overly broad and ambiguous functional claims is that they foreclose
an entire area of endeavor (any and all means that perform the function) even though no
means or only a few means were invented to achieve the function. To provide one example
as illustrated in U.S. patent practice, in a decision by the U.S. Supreme Court in 1853, the
inventor in that case created a telegraph and received broad claims that would cover a radio,
which the inventor did not create.® Almost a hundred years later, the US Supreme Court in
1946 again held that functional claiming yields overly broad claims.? Subsequently, the
U.S. Congress amended the patent statute to create a law that is now codified as 35 U.S.C.
112(f). That amendment allowed claims reciting only function, but with the condition that
the claim would be limited to the means disclosed by the patent to perform the function, and
their equivalents. This restored the balance between cost and reward in the patent system.
For the same reason, IPO recommends that this section include an additional sentence on
interpretation of functional claiming, as shown below:

Usually, for product claims, generally the structural features shall be used in
defining the invention. When a certain technical feature cannot be defined by
a structural feature, or it is more appropriate to be defined by a feature of
function or effect than by a structural feature, and the function or effect can
be directly and affirmatively verified by experiments or operations as stated
in the description or by customary means in the art, definition by features of
function or effect can be used in defining the invention. Functional claim
elements shall be interpreted as covering only the structural features
performing those claimed functions as disclosed in the patent specification
and equivalents thereof.

Chapter 3, Part 11, Section 5, Grace Period for Non-Prejudicial Disclosures

IPO would like to seek clarification that when the invention is disclosed by another
person without the applicant’s consent, and a third person learns of the invention and
subsequently re-discloses the invention, the six-month grace period available to the
applicant under Article 24(4) of the Fourth Amendment to the Patent Law will apply
(instead of Article 24(3)).

1 O’Reilly v. Morse (56 U.S. 62, 112)(1853).
2 Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 1 (1946).
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Chapter 9, Part 1l, 2 Examination Criteria of Invention Applications Relating to
Computer Programs

Regarding the determination of whether an invention recites appropriate subject
matter for patent protection on computer programs, IPO would like to seek further clarity
on certain issues below.®

Clarity

IPO sees three primary issues relating to clarity in examination of applications
relating to computer programs. The first relates to requirements for establishing that an
application contains appropriate subject matter for patent protection. While the current
Patent Examination Guidelines and Draft Amendment both require an invention to (1) solve
a technical problem, (2) adopt a technical means in doing so, and (3) obtain a technical
effect in conformity with the laws of nature, the amended section states that use of a
technical means implemented by a computer would necessarily solve a technical problem
and obtain a technical effect. We believe that this effectively folds considerations (1) and
(3) into consideration (2), and it is unclear whether the Draft Amendment intends to keep
elements (1) and (3) as actual requirements for patentable subject matter.

There is a need for clarity on whether CNIPA intends to formally remove elements
(1) and (3). For example, are there any situations in which a “technical means” exists, but
an application would nevertheless not recite appropriate subject matter because the technical
means is not used to solve a technical problem or to obtain a technical effect?

The second issue relating to clarity resides in the newly added Case | and Case I,
which provide examples defining whether an invention includes a “technical means.” In
Case |, a technical means is deemed to exist for an application that recites an information
processing device such as a computer and “content of realizing control and process by the
aforementioned information processing device executing a computer program.” This
situation appears similar to the “machine” prong of the now-abrogated “machine-or-
transformation” test used in determining patent eligibility analysis in U.S. practice.

It is unclear under Case I what is required for “realizing control and process” by an
information processing device. Does “realizing control and process” require simply that the
information processing device performs the recited elements of a claim, or does “realizing
control and process” require controlling and processing of something else (such as opening
of a rubber mold)?

In Case I, atechnical means is deemed to exist for an application that does not recite
an information processing device, but nevertheless recites “content of realizing control and
process by the aforementioned information processing device.” IPO interprets Case II as
pertaining to where a claim does not positively recite an information processing device, but
where an information processing device is clearly required as a practical matter to

3 As mentioned above, IPO is concerned about changes being proposed in the Draft Amendment substantively
impacting the patentability standards for computer programs and even causing broader confusion on how to
apply patentability standards, without these changes being coherently addressed in higher-order changes to
the laws or regulations, such as the draft Implementation Regulations of the Patent Law of China.
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implement the claim elements. Case Il presents the same concern regarding what the phrase
“realizing control and process” means.

It is not clear under Case Il when a claim has sufficiently implied the existence of
an information processing device “realizing control and process.” We note that there are
specific examples of technologies that provide for a technical solution under Part Il Chapter
9, Article 2. It would be useful to have further examples of technologies that do not provide
such a technical solution for even greater clarity. Also, specific examples in which a claim
does not positively recite an information processing device yet still falls into the scenario
contemplated by Case 11, as well as examples in which a claim does not positively recite an
information processing device and also does not fall into the scenario contemplated by Case
I1 would be helpful.

The third issue on clarity relates to the “technical means” analysis. To satisfy the
“technical means” requirement under Case I or Case II, must the information processing
device perform all claim elements, or can it merely perform some of the claim elements?
Referring back to the “machine” prong of the “machine-or-transformation” test historically
applied in U.S. practice, questions about which claim elements must be performed by a
machine created difficulty in evaluating whether a claim was eligible for patenting under
the test. Much ambiguity existed around whether a computer performed a sufficiently
“central” claim element or simply an element comprising insignificant extra-solution
activity.” Accordingly, IPO suggests clarifying which components of a claim element must
comprise the “technical means.” As a general principle, IPO believes that claims should be
interpreted holistically rather than in a piece-meal fashion.

IPO also respectfully notes that the Draft Amendment diverges from patent
examination guidelines found in other jurisdictions such as Europe and the United States.
In Europe, the current approach to determine patent eligibility of computer programs is to
ascertain whether the claims have a “technical character,” such as when a technical problem
is solved by using technical means or a technical effect is achieved. By removing the
requirements for solving a technical problem or obtaining a technical effect, the Draft
Amendment deviates from the approach in Europe in this regard. In the United States, the
approach for computer programs revolves around determining whether the claim is
“directed to” an abstract idea and, if so, whether it recites “significantly more” such that it
does not monopolize the abstract idea. The Draft Amendment’s approach does include
consideration as to what the claim is “directed to” so long as it includes a “technical means.”

Providing for a more consistent and uniform approach to patent eligibility in China,
Europe, and the United States, particularly in the ever growing area of computer programs,
would be beneficial to all IP stakeholders.

Chapter 7, Part 5, Section 8.3, Deferral of Examination

IPO notes that Section 8.3 provides that the substantive examination of an invention
application will be deferred if a utility model application relating to the same invention
creation as the invention application is filed at the same day and has been granted by saying:

If the same applicant files both an invention application and a utility model
application for the same invention creation at the same day (only means
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filing date), and if the utility model application has been granted, the
substantive examination of the invention application will be deferred.

We believe that the availability under the current patent framework for applicants to
file both invention and utility model applications provides an important tool to protect
inventions that have immediate market value and long-term competitive advantage. The
Draft Amendment does not indicate for how long the substantive examination of the
invention application will be deferred, which would create substantial uncertainty for
applicants. 1t is also unclear how such a deferral would impact patent term extension.
Therefore, IPO recommends that either the above paragraph be deleted or that clear
guidance be provided on the duration of the deferral and any impact on patent term
extension:

We thank the China National Intellectual Property Administration for its attention
to [PO’s comments submitted herein, and we welcome further dialogue and opportunity to
provide additional comments.

We have enclosed this letter as translated herewith.

Sincerely,

3.

Daniel J. Staudt
President

Attachment
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